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I. 

PLEADINGS, DOCKET ENTRIES AND OTHER 

PAPERS 

62 Filed Apr 3 1951 

UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

No. 1374-51 

Suit in Equity Under Sec. 4915 R. S. to Enforce 
Registration of a Trade Mark 

Sears, Roebuck and Co., 925 South Homan Avenue, 
Chicago, Ill., Plaintiff , 

v. 

John A. Marzall, Commissioner of Patents, Defendant. 

Complaint 

To the Honorable Judges of the U. S. District Court for the 
District of Columbia: 

Sears, Roebuck and Co., Plaintiff, a corporation of the 
State of New York, having its principal place of business 
at 925 South Homan Avenue, City of Chicago, County of 
Cook and State of Illinois, brings this suit in equity against 
John A. Marzall, a resident of the District of Columbia, 
in his official capacity as Commissioner of Patents of the 
United States, under the provisions of United States Code, 
Title 35, Section 63 (R. S. 4915), to require the Commis¬ 
sioner to grant the registration of plaintiff’s trade mark. 

1. Plaintiff and its predecessors in business have been 
engaged in the retailing of consumer merchandise of vari¬ 
ous types and descriptions since the year 1S86. Plaintiff 
has conducted its business over this entire period by mail 
order, periodically issuing catalogs describing the merchan¬ 
dise offered for sale and shipping goods out to customers 
throughout the United States in interstate and intrastate 
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commerce pursuant to orders received by Plaintiff through 
the mail. 

(a) Plaintiff has also for many years sold consumer mer¬ 
chandise through a large number of retail stores scattered 
throughout the United States, and in connection with Plain¬ 
tiff’s business in the aforesaid stores, Plaintiff has adver¬ 
tised its merchandise in daily newspapers throughout the 
United States. 

2. In the year 1908 a person was employed by 
G3 Plaintiff by the name of “John Higgins” (herein¬ 
after referred to as “Higgins”). Desiring a trade 
mark for its sporting goods, Plaintiff requested of said 
Higgins, and Higgins granted to Plaintiff, the right to use 
the personal name of said Higgins as a trade mark for said 
goods. Pursuant to the right and privilege granted by 
said Higgins to Plaintiff, as aforesaid, Plaintiff adopted 
the name of said Higgins as a trade mark for sporting 
goods in the form “J. C. Higgins”, which was approved 
by said Higgins. Plaintiff, thereupon, began in 1908 to 
apply the trade mark “J. C. Higgins” to sporting goods 
sold by Plaintiff and said practice has continued thereafter 
and continuously up to the present time. Plaintiff has ex¬ 
tended its use of the trade mark “ J. 0. Higgins” to a large 
line of merchandise since Plaintiff’s first adoption of the 
trade mark, as aforesaid, and merchandise marked with 
the trade mark “J. C. Higgins” has been sold by Plaintiff 
in extremely large quantities in interstate and intrastate 
commerce throughout the United States continuously since 
said date, as aforesaid. 

(a) Since Plaintiff’s first adoption of said trade mark, 
as aforesaid, Plaintiff has widely advertised its merchan¬ 
dise under the trade mark “J. C. Higgins”, both in its 
mail order catalogs and in the daily newspapers through¬ 
out the United States, continuously since the adoption of 
said trade mark, and said advertising has covered substan¬ 
tially all of the items of merchandise to which Plaintiff has 
applied said mark, and Plaintiff has spent large sums of 
money in said advertising. 
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3. During the lifetime of said Higgins Plaintiff filed in 
the United States Patent Office 17 applications for the reg¬ 
istration of Plaintiff’s trade mark “J. C. Higgins” under 
the Trade Mark Act of 1946 for a large group of merchan¬ 
dise classified by the Trade Mark Division of the Patent 
Office in 17 different classes, one of said applications being 
identified in the Patent Office as Ser. No. 548,852 filed Feb¬ 
ruary 5, 1948. Said application covers “Shotguns, Rifles, 
Gun Sights, Gun Cases and Ammunition Belts” and is 
classified in Patent Office Class 9, Explosives, firearms, 
equipments, and projectiles. 

64 4. In all of said 17 applications filed by Plaintiff 

for the registration of its trade mark “J. C. Hig¬ 
gins”, as aforesaid, Plaintiff filed a verified statement (or 
photostatic copy thereof) addressed to Plaintiff by said 
Higgins, a true photostatic copy of which is attached hereto, 
marked Plaintiff’s Exhibit A, said statement reading as 
follows: 

“This will confirm that, while employed as an executive of 
your Company in 1908, my name was adopted, with my 
permission, by the sporting goods department as a trade 
mark for baseball supplies. The name applied to the mer¬ 
chandise is ‘J. C. Higgins.’ 

“This name has been used continuously bv vour firm since 

m mm 

that time, having been extended to other items with my 
approval. 

“This letter is your authority to continue the use of ‘J. C. 
Higgins’ and secure registration thereof, as a trade mark 
for sporting goods and any other items of merchandise 
to which you may wish to extend said trade mark.” 

5. The Commissioner of Patents was requested in all of 
said 17 applications, including Ser. No. 54S,S52, that Plain¬ 
tiff’s trade mark “J. C. Higgins” be registered to Plain¬ 
tiff as the name of a living individual whose consent was 
given, or as a bona, fide trade mark which had long been 
used by Plaintiff in interstate and intrastate commerce and 






5 

subject to no provision of the Trade Mark Act of 1946 which 
would prohibit the registration of said trade mark. 

6. All of the requirements of the statutes of the United 
States and all lawful rules of the United States Patent 
Office now in force relating to the filing, prosecution and 
granting of registrations of trade marks under the Trade 
Mark Law of 1946 have been duly complied with and Plain¬ 
tiff has exercised due diligence and has complied with all 
lawful requirements of the Patent Office in Plaintiff’s effort 
to obtain registration of its trade mark “J. C. Iliggins” 
in said application Ser. No. 548,852. 

7. On or about November 3, 1949, the Assistant Commis¬ 
sioner of Patents of the United States Patent Office con¬ 
sidered on appeal from the Examiner of Trade 

65 Marks an application for registration of the trade 
mark “Andre Dallioux” (Ex parte Dallioux, 83 P. Q. 
262), which had been refused registration by the Examiner 
on the ground that said trade mark was “merely a sur- 
name” and, therefore, not registrable in view of Section 
2 (e) of the Trade Mark Act of 1946, unless shown to have 
acquired distinctiveness in accordance with Section 2 (f) of 
said Act. The Assistant Commissioner of Patents, in re¬ 
versing the Examiner of Trade Marks, held that the Exam¬ 
iner was construing Section 2 (e) of the Trade Mark Act 
of 1946 as identical in meaning with the Trade Mark Act 
of 1905, which prohibited registration of a mark which 
“consists merely in the name of an individual”; and the 
Commissioner further held that unless a trade mark con¬ 
sisting of the name of an individual were written in such a 
manner that the surname was unduly emphasized or other¬ 
wise constituted the only significant part of the trade mark, 
such a trade mark should be registered under the Trade 
Mark Act of 1946. 

8. Despite the ruling of the Assistant Commissioner of 
Patents in Ex parte Dallioux, which decision was brought 
to the attention of the Examiner of Trade Marks in Plain- 
titT’s application Ser. No. 548,S52, the Examiner persist- 
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ently refused to register Plaintiff’s trade mark “ J. C. Hig¬ 
gins”, not only in the aforesaid application Ser. No. 548,S52 
but in all of the other of Plaintiff’s applications covering 
its trade mark “J. C. Higgins”, and on February 1, 1950, 
finally refused registration in said Ser. No. 548,852, hold¬ 
ing the name Higgins to he “the only significant part of 
the mark”, while admitting that a full personal name would 
properly he registrable. 

9. In accordance with the laws and rules of the United 
States Patent Office, Plaintiff appealed to the Commis¬ 
sioner of Patents to reverse the aforesaid decision of the 
Examiner of Trade Marks in refusing registration of Plain¬ 
tiff’s trade mark “J. C. Higgins” in said application Ser. 
No. 548,852, and said appeal was considered by Examiner- 
in-Chief P. J. Federico. In a decision dated December 12, 
1950, said Examiner-in-Chief affirmed the Examiner of 
Trade Marks in said application Ser. No. 548,852. In his 
decision the Examiner-in-Chief, while not attempting to 
overrule the decision of the Assistant Commissioner 
06 of Patents in Ex parte Dallioux, held that the ad¬ 
dition of initials to a surname in the personal name 
“J. C. Higgins” rendered the mark “primarily merely a 
surname” and, therefore, unregistrable under the Act of 
1946. The Examiner-in-Chief endeavored to support his 
conclusion by the citation of certain decisions to the effect 
that a trade mark involving a personal name including 
initials was not registrable over the same name lacking any 
initials, although the Examiner-in-Chief admitted that 
“these cases were not concerned with the same problem 
involved here.” The Examiner-in-Chief further asserted, 
for the first time in Plaintiff’s said application Ser. No. 
548,852, that in any event Plaintiff’s trade mark “J. C. 
Higgins” was not properly registrable without a dis¬ 
claimer of the surname “Higgins”, although this point 
had not been mentioned previously by any official of the 
Patent Office at any time in the prosecution of the appli¬ 
cation, and although no disclaimer of the surname had been 
required in the case of Ex parte Dallioux. 
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10. Plaintiff avers that the Commissioner of Patents and 
his subordinates have unlawfully refused to register Plain¬ 
tiff’s trade mark “J. C. Higgins” and have persisted in 
interpreting the Trade Mark Act of 1946 as synonymous 
with the Act of 1905, despite the ruling of the Commis¬ 
sioner of Patents clearly distinguishing the pertinent pro¬ 
visions of said Acts in Ex parte Dallioux , which decision 
never to Plaintiff’s knowledge has been expressly over¬ 
ruled, but, on the contrary, has been reaffirmed in Plain¬ 
tiff’s application Ser. No. 548,852; that the Commissioner 
and his assistants have unlawfully attempted to dissect 
Plaintiff’s trade mark, arbitrarily assigning to it stress or 
emphasis in connection with the surname “Higgins” which 
is not warranted by the manner in which the trade mark is 
applied to the goods; that, furthermore, in attempting un¬ 
lawfully to dissect the trade mark, which is applied to the 

goods as a unitary personal name similating a signa- 
67 ture, the Examiner-in-Chief unlawfully asserted that 
the surname “Higgins” should be disclaimed, and 
that the Commissioner has unlawfully refused registration 
to Plaintiff. A specimen label showing Plaintiff’s trade 
mark as applied to the goods is attached hereto and marked 
Plaintiff’s Exhibit B. 

11. No appeal has been taken from said decision of the 
Commissioner of Patents to the Court of Customs and Pat¬ 
ent Appeals, and no such appeal is pending or has been 
decided. 

Plaintiff hereby makes profert of certified copies of 
Plaintiff’s aforesaid trade mark application Ser. No. 
548,852, or necessary portions thereof, as this Honorable 
Court shall direct. 

Wherefore, Plaintiff prays: 

(a) That this Honorable Court declare that Plaintiff is 
entitled to registration of its trade mark “J. C. Higgins”, 
under the Trade Mark Act of 1946, apart from any require¬ 
ment of Section 2 (f) of said Act, and to declare further 
that no disclaimer of the surname “Higgins” should be 
required. 
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(b) That the Commissioner of Patents be directed to 
allow and publish Plaintiff’s trade mark in accordance with 
law. 

<c) For such other and further relief as equity may 
require. 

Sears, Roebuck and Co. 

By Frank H. Marks 
S. J. Collons 

Attorneys for Plaintiff 
120 South La Salle Street 
Chicago, Illinois 

March 23, 1951. 

Of Counsel: 

Ivan P. T ash of 
Munsey Building 
Washington 4, D. C. 

********** 

CO Filed Apr 3 1951 

Plaintiff’s Exhibit A 

Sears, Roebuck and Co., 

925 S. Homan Ave., 

Chicago 7, Ill. 

Gentlemen: 

This will confirm that, while employed as an executive of 
your Company in 1908, my name was adopted, with my 
permission, by the sporting goods department as a trade 
mark for baseball supplies. The name applied to the mer¬ 
chandise is “ J. C. Higgins.” 

This name has been used continuously by your firm since 
that time, having been extended to other items with my 
approval. 

This letter is your authority to continue the use of “ J. C. 
Higgins” and secure registration thereof, as a trade mark 



for sporting goods and any other items of merchandise to 
which you may wish to extend said trade mark. 

Very truly yours, 

John Higgins 

October 13, 1948 
(Date) 


State of Illinois 

County of Cook , 55 

Before me personally appeared John Higgins to me 
known to be the person described in the foregoing state¬ 
ment, who signed the foregoing instrument in my presence, 
and made oath before me to the allegations set forth 
therein, on the loth day of October, 1948. 

Margaret Welsh 

(Notary Seal) (Notary Public) 
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72 Filed Jun 6 1952 

Answer to the Complaint 

To the Honorable the Judges of the United States District 
Court for the District of Columbia. 

The defendant admits the allegations of the introductory 
paragraph of the complaint. 

1 . He admits the allegations of paragraph 1. 

2. He is not informed, except by the complaint itself, as 
to the allegations of paragraph 2. 

3. He admits the allegations of paragraph 3 so far as 
they relate to application No. 548,852. He is not informed, 

except by the complaint, as to the other sixteen ap- 

73 plications which are referred to but not identified in 
paragraph 3. 

4. 5. He admits the allegations of paragraphs 4 and 5 
with respect to application No. 548,852. In other respects 
he is not informed, except by the complaint, as to the allega¬ 
tions of those paragraphs. 

6 . He admits that all formal requirements have been 
complied with in respect to application No. 548,852. He 
denies for the reasons given in the statement of the Exam¬ 
iner in answer to the plaintiff’s appeal and in the decision 
of the Examiner-in-Chief that the plaintiff is entitled to 
the registration sought. Profert of copies of the said 
statement and decision is hereby made. 

7. He admits the allegations of paragraph 7 except those 
contained in the last five lines of that paragraph; the latter 
aU0cr ations he denies. 

8 . He admits the allegations of paragraph 8 so far as 
they relate to application No. 54S,852. He is not informed, 
except by the complaint, as to the remaining allegations of 
that paragraph. 
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9. He admits the allegations of paragraph 9. 

10 . He denies the allegations of paragraph 10. 

11 . He admits the allegations of paragraph 11. 

Respectfully submitted, 

E. L. Reynolds 
Solicitor, U. S . Patent Office , 
Attorney for Defendant. 

April 13, 1951 

********** 


n. 

EXCERPTS FROM TESTIMONY AND PROCEEDINGS 

3 Mr. Marks: May it please Your Honor, this is an 
action under Section 4915, revised statutes, in which 
the plaintiff, Sears Roebuck & Company, is asking 

4 Your Honor to order the Commissioner of Patents 
to grant a trade-mark registration. 

The trade-mark involved consists of “J. C. Higgins” 
which is one of the major Sears Roebuck trade-marks. 

I have here the entire certified file history from the Pat¬ 
ent Office which I would like to offer in evidence at this 
time. 

The Court: Xo objection, Mr. Sehimmel? 

Mr. Sehimmel: Xo objection, Your Honor. 

Mr. Marks: It shows the drawing of the trade-mark. 
The Court: All right, sir, it will be received, there being 
no objection. 

(Certified copy of the Patent Office file was marked Plain¬ 
tiff’s Exhibit Xo. 1 and received in evidence.) 

****##••*• 

18 I would also like to hand to Your Honor these 

19 pages from the Washington Telephone Directory, 
cover page and page 293 and I might say I selected 

this page at random from the Washington Telephone 
Directory. 
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I just happened to open the book at this page 293 of the 
November, 1951, portion of the D. C. phone book, just to 
see how people are identified, and, well, let’s take the third 
column, for example. We can look at it anywhere on the 
page and read down the list of Douglas’ who are identified. 
Now, these people are identified in this way so that these 
names designate certain particular individuals, and what 
do we find? 

We find the first Douglas is Irvin; 

The next one is Isabella; 

The next one is J. F., Jr.; 

The next one is J. S.; 

J. S., Jr.; 

J. W.; 

Mrs. J. W. 

And so on, and so on. 

You can go on throughout the whole page, and you will 
find that many individuals on that page—and all the way 
through the phone book, of course, the same thing would 
apply—are indentified merely by initials. 

***###*#** 

35 The Court: What is going to constitute your case? 
Mr. Marks: I have a witness here, Your Honor. 
The Court: As to what? 

Mr. Marks: He is going to tell Your Honor something 
about the background of the adoption of this case, and the 
importance of it, and so forth, to the company. 

The Court: I cannot determine it on importance, can I? 
Mr. Marks: No, I suppose not. It would simply give 
Your Honor— 

The Court: I could assure you that I will treat your 
presentation as a serious claim for something which you 
think is important to your company. If that is what you 
are going to have him say, you need not do it. 

Mr. Marks: I have examples of labels that I would like 
to put into evidence through this witness showing how the 
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trade-mark is used and I also have, Your Honor, if you 
would like an outline of our expected evidence, we also have 
several bits of evidence to show how’ the name is regarded 
by the public; that it is always referred to by the public as 
“J. C. Higgins.” 

Indicating, of course, that the name 4 ‘Higgins” is not 
dominant as the Patent Office assumes, but that this trade¬ 
mark is regarded by the public as a complete name 

36 “J. C. Higgins.” 

I feel that that is important, Your Honor. We 
have literature from outside the company, in various publi¬ 
cations, referring to J. C. Higgins merchandise. Always 
referring to J. C. Higgins. 

I think that is important, in view’ of the attitude that the 
Patent Office has taken that the initials may be just dis¬ 
regarded. They are not disregarded by the public. 

Mr. Schimmel: In this connection I w’ould like to call 
Your Honor’s attention to the fact that in the decision, on 
page 4— 

The Court: Which one, sir? 

Mr. Schimmel: The appeal decision—the statement is 
made: 

“There is no question as to the capability of the mark in 
this case to function and distinguish applicant’s goods, and 
the specimens accompanying the application in the manner 
in which the mark is used unquestionably shows trade¬ 
mark use.” 

It is not in issue here. 

Mr. Marks: That is all very well. Of course, there is no 
question as to trade-mark use, but you continually main¬ 
tain, and you have in the Patent Office, all the wuiy from the 
Examiner on up, that the name is a family name; the 
surname is the dominant feature of the mark; the 

37 initials may be disregarded; they are meaningless 
in effect. 

Well, now’, I am prepared to show Your Honor that the 
public in general considers these initials important. 





The Court: How are you going to show the public in 
general, sir? 

Mr. Marks: Beg pardon? 

The Court: How will you show the public in general? 

Mr. Marks: Well, we have a representative sampling of 
inquiries that have come in to the company; they have just 
been taken at random; letters that come in from purchasers 
or would-be purchasers and prospective purchasers. 

The Court: Suppose you make a proffer of what you 
would expect to show if you did in fact call the witnesses. 

Mr. Marks: Well, perhaps we can stipulate. 

Mr. Schimmel: I don’t think there is any room here for 
any evidence to show that this mark is distinctive with 
applicant. There isn’t any issue in this case on that. 

The Court: If there is no issue, I don’t see where it 
makes much difference. 

Mr. Marks: It goes right down to this issue, that the 
Patent Office has raised, that the surname is the dominant 
feature. I say that it is not the dominant feature. 

We have letters here, and orders, from people writing 
in to Sears Roebuck inquiring into and ordering J. C. 
Higgins merchandise, and invariably they refer to it as 
J. C. Higgins. 

3S We find in practically no instance do they ever 
say “Higgins.” 

Mr. Schimmel: May I point out that plaintiff in his 
opening statement said this was a question of law involved. 

The Court: I understood that, too. 

Mr. Marks: Well, that is true, but I am here for trial, 
Your Honor. I think that that is a part of my case. 

The Court: Well, you make a proffer of what you would 
expect to show and we will see where we go from there. 

Mr. Marks: I have here 14 orders from customers on 
Sears, Roebuck & Company, including— 

The Court: Fourteen orders from whom? 

Mr. Marks: These are orders from customers. 

The Court: All right, sir. 
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Mr. Marks: These orders were selected—1 should not 
say “selected”—they were taken pursuant to a request to 
collect any orders over a given period calling for J. C. 
Higgins merchandise. 

And in each of these orders there is at least one item 
ordered under the trade-mark J. C. Higgins. 

The Court: And that covers what period of time, sir? 

Mr. Marks: These were taken the early part of this year. 
Xo, 1 beg your pardon— 

Some of these were collected in 1946 in accordance with 
the company routine of, when a trade-mark is ex- 
39 tended to any new lines, to establish the date. It 
was taken in 1946 and some of them as late as 1952. 

There are some here for January, 1952. 

The Court: And these are 14 in number? 

Mr. Marks: They are 14 orders. 

The Court: And in those you say that they arc from cus¬ 
tomers and they refer to J. C. Higgins? 

Mr. Marks: Various J. C. Higgins goods; shotguns, for 
example. 

The Court: Are you in a position to show over that 
period of time how many orders have come in by your 
company which would deal with goods of Higgins? 

Mr. Marks: T would like to put the witness on the stand 
to give that information, Your Honor. 

The Court: The witness is there. 

Can you answer that, sir? 

Mr. Downey: No, I cannot answer it. 

The Court: Suppose you get 14 out of a million. That 
does not mean much, does it? 

Mr. Marks: He knows what he requested, Your Honor. 
He did not pull these. This man merely requested the col¬ 
lection of the orders by the department which had the 
facilities to do that, and he can tell Your Honor what he 
v enuested. 

The Court: All right. What else would you like to 
offer? 
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40 Mr. Downey: Most of our orders come in with 
just a catalogue number but, where they do, then as 

a result we don’t find the use of J. C. Higgins so often, but 
where they do, it is invariably this J. C. Higgins. 

Now, our sales for J. C. Higgins merchandise in 1951 
were more than fifty-six and one-half million dollars. 

The total sales since we have used that name— 

The Court: I want to find out what else is being 
proffered, to see where we go. 

Mr. Marks: Now, I also have, Your Honor, a collection 
of original letters, 14 original letters from prospective cus¬ 
tomers, addressed to Sears and inquiring with regard to 
J. C. Higgins merchandise, and out of those 14 I think there 
is one postcard—no, the postcard is missing, but my wit¬ 
ness tells me there was one postcard wilich refers to the 
goods as Higgins, and he has requested that to be sent 
along. I told him we wanted all of them wiiether they 
referred to it as Higgins or J. C. Higgins. 

The Court: And w T hat period do they cover? 

Mr. Dowmey: January and February a check wms made, 
1952. 

Mr. Marks: Here is one that is dated December 30, 1951. 

The Court: I assume that your statement with reference 
to these letters wmuld be quite similar to your treatment 
of the 14 orders; most of them coming in do not refer 

41 to J. C. or to Higgins, but by catalogue number, sir? 

Mr. Dowmey: I would say there are not too many 
letters of this type with regard to the merchandise unless 
they sometimes use the number only, but these particular 
letters show they requested mostly shotguns, and that 
resulted from a national magazine advertisement. 

The Court: Well, you are not answering my question. I 
don’t know’ if you can or not. 

I am asking you if your comment as to the 14 orders to 
which counsel has referred is equally applicable to the 14 
letters. In other words— 

Mr. Downey: Yes. 
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The Court: In other words, there are a few letters which 
come in which refer to either Higgins or to J. C. Higgins. 
They utilize the number of the catalogue or something of 
that sort. 

Mr. Downey: The letters either refer to J. C. Higgins 
or they don't mention the trade-mark at all. 

Only one case in the time we have made a check did we 
find any correspondence where they just used the word 
Higgins. 

The Court: You are still not answering my question. 

Mr. Downey: I am sorry. I did not understand. 

The Court: I understood vou to sav to counsel that the 
14 orders to which he referred, which referred to 
42 J. C. Higgins, and covering the period from 1946 to 
January, 1952, constitutes a small part of any 
business which you have with reference to your goods. 

Mr. Downey: Very well. 

The Court: Because, most of your orders come in by 
virtue of a catalogue number. 

Mr. Downey: That is correct. 

The Court: Now, query: Is that comment equally 
applicable to the 14 original letters which counsel has? 

Mr. Downey: Yes. 

The Court: All right. 

Mr. Marks: I think we might add here also, Your Honor, 
that I requested these letters, requested Mr. Downey to 
collect the letters only about the beginning of this year. 
Isn’t that correct, Mr. Downey? 

Mr. Downey: That is true. 

Mr. Marks: So, there was no attempt made to collect 
letters before 1952. 

The Court: All right, sir. 

Mr. Marks: It was only in preparation for this trial. 

I wanted to see how the customers, in writing in, would 
refer to this merchandise, and asked him to collect the 
correspondence for that purpose. 

The Court: All right, sir. 
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Now, what else would you like to proffer? 

43 Mr. Marks: I also have here, Your Honor, three 
articles, or photostats of those articles—1 think I 

may have one of the original publications. These are 
nationally distributed periodicals pertaining to sporting 
goods which mention J. C. Higgins goods. I think it is all 
guns. 

Isn’t that correct, Mr. Downey? 

Mr. Downey That is right. 

Mr. Marks: There is one here, for example, “Gun 
Guide,” which mentions the J. C. Higgins gun along with 
the Stevens pump gun, and something else. 

Then the next one is “Sports Afield,” which refers to a 
J. C. Higgins (Sears) Model 20. 

And here is a third, “Sports Afield,” publication, which 
includes among others such as a Winchester, Mossberg, and 
certain other guns, and Stevens, and it mentions the J. C. 
Higgins Model 30. 

Now, these are publications over which the plaintiff has 
no control whatever, and my purpose is to show recognition 
in the industry of the trade-mark J. C. Higgins as a com¬ 
plete entity. 

Here is another one, Your Honor. 

The Court: That is in addition to the three? 

Mr. Marks: In addition, Your Honor. It shows an ad 
sponsored by Sears in “Field and Stream” of November, 
1951, and another one for September, 1951; both of 

44 them advertising a J. C. Higgins gun, showing its 
use in national advertising, apart from its own cata¬ 
logue medium. 

I have a mass of their own advertising here, Your 
Honor, and I think to make this record complete, we would 
like to show how the company has always referred to it in 
their own advertising. 

I have a representative sampling of Sears catalogues 
over a period of—well, since 1935, and that would be about 
17 years—showing it always referred to J. C. Higgins, and 
in no case is the surname given any particular emphasis. 
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I feel, Your Honor, that that is important. 

The Court: Well, you are protected if you make the 
proffer, sir. I mean, if it is important. 

Are those the things which you would like to show, sir? 

Mr. Marks: Xo, in addition I think the only thing aside 
from that, Your Honor, aside from this advertising 
material, is a collection—I might add, we also have retail 
advertising by Sears in the various newspapers which show 
about the same thing. 

The Court: In the daily press? 

Mr. Marks: In the daily press, which is put out by the 
various: Sears stores throughout the country, and which 
shows about the same thing as the catalogues, generally 
speaking. 

Then, in addition to that, Your Honor, I have a 
45 collection of labels, J. C. Higgins labels, as used on 
these various classes of merchandise; all, of course, 
in the sporting goods department, by Sears, and all showing 
the name in about the same way, that is, without any em¬ 
phasis on the surname. 

I think that is important. 

I proffer all of this material in evidence, Your Honor. 

The Court: And you make that proffer through Mr. 
Downey? 

Mr. Marks: Through Mr. Downey. 

The Court: Give me your initials, Mr. Downey. What is 
your full name? 

Mr. Downey: G. D. Downey. 

The Court: What is your position, Mr. Downey? 

Mr. Downey: My major job is chief editor of catalogue 
advertising. 

The Court: Chief editor of catalogue advertising? 

Mr. Downey: Yes, that is my major job, to direct the 
catalogue advertising. Also, I handle all catalogues for 
the company, both foreign and domestic, and I am the 
liaison man between the company and our attorneys. 

The Court: I did that for the purpose of the record to 
show who the proffer would be made through. 
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Mr. Downey: Yes, sir. 

Mr. Marks: I have other material, Your Honor. 

The Court: All right, sir. 

40 Mr. Marks: 1 have a stipulation of testimony and 
other formal matters signed by the Solicitor of the 
Commissioner and myself, and this testimony bears on the 
adoption of the Higgins name. 

The Court: Have you seen this? 

Mr. Schimmel: Yes, I have. 

The Court: If there is a stipulation, I think I should re¬ 
ceive that, sir. 

(Stipulation of testimony above referred to was marked 
Plaintiff’s Exhibit No. 2 and received in evidence.) 

Mr. Marks: Also I should like to offer in evidence four 
soft copies of trade-mark registrations—I will read the 
numbers—which merely cover initials as registered under 
the 1905 Act, and under the 1946 Act principal register. 

I will read these numbers and then I will tell you what 
my point is. 

The numbers are 341,766, dated December 22, 1936, 
covering the initials “H. C.” I don’t think we need to go 
into the goods. 

That is the 1905 Act. 

And here is one, No. 522-658, dated March 21, 1950, cover¬ 
ing initials “G. P.” on the principal register of the 1946 
Act. 

47 Here is one numbered 542-076, dated May S, 1951, 
covering initials “H. C.” on the principal register of 
the 1946 Act." 

The Court: Would that be a renewal, or anything? You 
have had the same initials before. 

Mr. Marks: They are separate registrations. 

The Court: Is the initial in the nature of a renewal? 

Mr. Marks: “H. C.”? 

The Court: Yes. 

Mr. Marks: It is different goods and a different concern, 
Your Honor. 
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The Court: All right. 

Mr. Marks: A different registrant and different goods. 
One is for chains and this one is for arctics, and so forth. 

And the last one is 547-802, dated September 11, 1951, 
covering initials “G. P.” on the principal register of the 
1946 Act. 

Now, of course, my point in calling these to Your Honor’s 
attention is—I think the Court can accept these as public 
documents. 

You have no objection? 

(There was no response.) 

Mr. Marks: My point is that if those initials are register- 
able in and of themselves, without anything else under 
the 1905 Act and certainly under the 1946 Act 
48 principal register, with no reference to Section 2 (f), 
I don’t see how the registerabilitv of initials can be 
detracted from by the addition of a name, the name plus the 
initials. 

That is my point of offering it. 

Mr. Sehimmel: May I raise an objection to the introduc¬ 
tion of those as immaterial and irrelevant to this case? 

The Court: Yes, sir. 

I am going to hold that these are not relevant, sir, and 
you may take exception if you want, as to the use of the 
initials. 

Mr. Marks: I note an exception. 

(Four copies of trade-mark registrations, previously re¬ 
ferred to, were marked Plaintiff’s Exhibit No. 3 for identi¬ 
fication.) 

The Court: Does that constitute your proffer, sir? 

Mr. Marks: I think that covers all of our evidentiary 
material, Your Honor. 

The Court: Now, let me ask you, Mr. Sehimmel: Are you 
in a position to agree or disagree with what has been 
proffered? 

Mr. Shimmel: Well, certainly I think as to all the ad¬ 
vertising by Sears Roebuck in their own catalogues, in the 
daily press, in the magazines, in their own labels, that they 
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have no relation to what they said they would prove by this 
particular submission. 

The Court: I did not hear what you said. 

49 Mr. Schimmel: They have no relation to what it 
was suggested that this material might prove, that 

the general public recognizes “J. C.” as part of a trade¬ 
mark. That is the plaintiff’s own publication, and what 
the plaintiff may do certainly has nothing to do with what 
the general public considers it to be. 

The Court: I would expect Sears to make the maximum 
use of anything they sought a trade-mark for. 

Mr. Marks: Your Honor, it shows the way the mark is 
presented to the public and, after all, the public learns of 
a trade-mark only in the way that it is presented by the 
trade-mark proprietor. 

Mr. Schimmel: There is no issue as to that. 

Mr. Marks: Yes, but that is the crux of the case. 

The Court: I will hear anything further you have got to 
say, sir. I am just trying to see where Mr. Schimmel 
stands at the present time. I will come back to you, sir. 

What else do you want, Mr. Schimmel? 

Mr. Schimmel: As to the other items, considering what 
plaintiff’s counsel was proposing to prove by this evidence, 
it strikes me—we have nothing at all to indicate what pro¬ 
portion of the public, for example, has been influenced in 
this particular case to consider the whole name of the 
trade-mark just because a few orders may have been re¬ 
ceived over a period of years—as far as this is con- 

50 cerned, covering six years. 

Mr. Marks: May I answer that, Your Honor? 

The Court: Yes, I will give you a chance. I will come 
back to you. 

Mr. Schimmel: So, basically it seems to me this is com¬ 
pletely incompetent insofar as the proffer is concerned, to 
get a little sampling to say what the public recognizes, and 
in addition I might say this, that essentially the case in¬ 
volves, as I see it, and primarily nothing but that, the in- 



26 


terprotation to be placed on that language. That is for 
Your Honor to decide in this particular case, and whether 
or not the Office's interpretation is reasonable under the 
circumstances, and the fact that someone else may consider 
the mark or the language to mean something else, I say 
has no relation to the issues involved in this case. And I 
see no room for any evidence of that sort, regardless of 
what it may be. 

The Court: All right. 

Mr. Marks: Well, Your Honor, I am prepared to show 
from Mr. Downey just the extent of this advertising, the 
geographic distribution, the numbers circulated, and so on. 
In other words, I am prepared to present to Your Honor 
tiie entire picture. 

Xow, as I said before, I think it is extremely important 
to show how this mark is presented to the public; 
ol not only the advertising but on the goods themselves 
as well as the labels. 

In other words, Your Honor is interested in knowing do 
we feature the surname or don’t we. Do we come within 
the exception mentioned by Mr. Daniels, of playing down 
everything but the surname and featuring that, or don’t 
we. 

The Court: Wouldn’t this Act be applicable to a trade¬ 
mark which was born with the company coming into being 
and the test would have to be made as to whether on its 
face or not it conformed or did not conform with (e), 
wouldn’t it? 

Mr. Marks: On its face? 

The Court: Yes, sir. What I am saying to you is, isn’t 
the test as to (e) to be made of what use is made of this 
trade-mark, or isn’t that sometimes introductory to the 
use? 

Mr. Marks: As I understand Section 4915, Your Honor, 
it is designed to permit an applicant to a trial de novo. 

The Court: You don’t have to argue that, sir. I agree 
with you. 
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Mr. Marks: To present the entire picture to the Court. 
The Court: That is right. But, of course, subject to 
the other rules, too. 

Mr. Marks: That is true. 

The Court: As to the cases. 

Mr. Marks: I said at the outset, it is primarily a 
52 question of law. After all, any lawsuit involves 
questions of law. 

The Court: In other words, you have, however, made a 
proffer of the things which you deem material to your case? 
Mr. Marks: I have. 

The Court: All right, sir. 

I will deny the receipt of those in evidence because I do 
not believe them to be material to the interpretation of 
what I have to make here. 

So, you are clearly protected on the record. If I be 
wrong, it is on the face of the record. 

Mr. Marks: All right. I note an exception. 

***** >*••• 

54 Mr. Schiminel: I should formally offer our folder 
in evidence. 

The Court: Yes, sir. The full file, sir? 

55 Mr. Schiminel: Yes, the one containing the print 
of the drawing and the Examiner’s statement and 

the decision of the Examiner. 

The Court: No objection to that? 

Mr. Marks: No. 

The Court: It will be received. 

(Patent Office folder, containing print of drawing and 
Examiner’s statement, together with decision of Examiner, 
was Defendant’s Exhibit No. 1 and received in evidence.) 

Mr. Tasliof: May we offer those in evidence, or are they 
sufficiently in evidence now? 

The Court: I understand that you have introduced as 
your Exhibit No. 1, Mr. Marks, the whole file. 

Mr. Marks: That is correct, Your Honor. 
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Mr. Tasliof: And the other exhibit, the packet of 
matches. 

Mr. Marks: Would Your Honor receive that in evidence? 
Mr. Schiimnel: I have no objection. 

The Court: It will be received, then. The packet of 
matches. 

(The packet of matches referred to was marked Plain¬ 
tiff’s Exhibit No. 4 and received in evidence.) 

Mr. Tasliof: And the paper bearing the 1946 quotations 
from those two Acts, that we had before you there. 

56 Mr. Marks: Well, they are merelv for His Honor’s 
assistance. 

The Court: Xo, that is the Act of Congress. 

Mr. Tasliof: How about the pages of the phone book? 
The Court: Have you any objection? 

Mr. Schimmel: I object to that. I think it has no 
relevancy. I object to it. 

Mr. Marks: His Honor can take judicial notice of that. 
It does not have to be proven. 

Mr. Schimmel: Well, that is something else. 

Mr. Marks: I mean compared with the phone book in His 
Honor’s office. 

Mr. Schimmel: If the Court wants to take judicial notice 
of that, it is all right with me. 

Mr. Marks: But I think it is of evidentiary value of 
showing how people are identified by initials as well as by 
names. 

Mr. Tasliof: How about the stipulation? 

The Court: Well, the stipulation, there is no objection 
to that and that has been marked Plaintiff’s Exhibit Xo. 2. 
Mr. Schimmel: Xo objection to that. 

The Court: And the matches will be Plaintiff’s Exhibit 
Xo. 4. 

Mr. Schimmel: I don’t think there is any issue as 

57 to how people call themselves. They can call them¬ 
selves anything they want to. There is no argument 

on that score. If I want to call myself Greek, I can do so, 
hut that has nothing to do with the issues on this case. 
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The Court: I will sustain the objection to that, and we 
will mark this for identification Plaintiff’s Exhibit No. 5. 

(Photostatic copy of pages from Washington Telephone 
Directory, dated November, 1951, were marked Plaintiff’s 
Exhibit No. 5 for identification.) 

Mr. Tashof: How about the exhibits that we proffered. 
Do they get numbers? 

The Court: I don’t think you need to do that. It is the 
scope of your testimony which you have offered. That is 
along the line of it. 

Mr. Marks: How are we going to refer to this? 

T1 le Court: I think you have referred to it in the record. 
It has all been reported, sir. 

Mr. Marks: Shouldn’t they have exhibit numbers for 
identification? 

Mr. Schimmel: They were excluded. 

Mr. Marks: T mean for identification, for reference in 
the Court of Appeals. 

The Court: Have you identified them sufficiently on the 
record? 

5<3 Mr. Marks: I have identified them. 

The Court: All right, sir, let’s let it go at that, 

then. 

I assume that you have identified them to the extent that 
you want them, and for the purpose for which you want 
Hem. 

Mr. Tashof: Could we give them numbers and then it 
would be clear? 

The Court: T don’t see that there is any need for 
numbering them. 

You know exactly what you arc speaking of. 



EXHIBITS 

Excerpts from Plaintiff’s Ex. No. 1 



REPEATING 

SHOTGUN 

6 SHOTS IN 5 SECONDS 

_GAUGE_BARREL_OK>K 

Tested design...modeled on a famous 
action that has proved itself through 
yoors of reliable service. 

• Walnut Stock 

• Visible Lock 

• Convenient Safety 
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J. C. Higgins 

Mail Division Feb 5 1948 U.S. Patent Office 

Application No. 548S52 

lion. Commissioner of Patents 
Washington, D. C. 

STATEMENT 

Sears, Roebuck and Co., a corporation duly organized 
under the laws of the State of New York and having its 
principal place of business at 925 South Homan Ave., 
Chicago, Illinois, has adopted and used the trade-mark 
shown in the accompanying drawing for Shotguns, Rifles, 
Gun Sights, Gun Cases, Ammunition Belts in class 9 (Ex¬ 
plosives, Firearms, Equipment, etc.) and presents herewith 
live specimens (or facsimiles) showing the trade-mark as 
actually used in connection with such goods, the trade-mark 
being applied to printed tags attached to the goods and 
requests that the same be registered in the United States 
Patent Office on the Principal Register in accordance with 
the Act of July 5, 194G. 

The trade-mark was first used on January 15, 1946 for 
Shotguns; on January 15, 1947 for Rifles; on June 27, 1947 
for Gun Sights, Gun Cases, Ammunition Belts and first 
used in commerce among the several states which may 
lawfully be regulated by Congress on the respective dates 
aforesaid. Attached hereto is a letter of permission from 
John Higgins, who authorized applicant’s first use of the 
trade mark in 1908. 


DECLARATION 

C. E. Humm, being duly sworn, deposes and says that he 
is the Secretary of Sears, Roebuck and Co., the applicant 
named in the foregoing annexed statement, that he believes 
that said corporation is the owner of the trade-mark which 
is in use in commerce among the several states and that 
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no other person, firm, corporation or association, to the 
best of his knowledge and belief, has the right to use such 
trade-mark in commerce which may lawfully be regulated 
bv Congress, either in the identical form thereof or in such 
near resemblance thereto as might be calculated to deceive, 
that the drawing and description truly represent the trade¬ 
mark sought to be registered, that the specimens (or fac¬ 
similes) show the trade-mark as actually used in connection 
with the goods, and that the facts set forth in the statement 
are true. 

POWER OF ATTORNEY 

The undersigned hereby appoints S. J. Collons and Frank 
II. Marks, both of 120 S. LaSalle Street, Chicago, Illinois, 
Registration Nos. 13,533 and 13,109, its attorneys each with 
full power of substitution and revocation to prosecute this 
application for registration, to transact all business in the 
Patent Office connected therewith, and to receive the cer¬ 
tificate. 


Sears, Roebuck and Co. 
By C. E. Humm 


CEH 


Secretary 


State of Illinois 

County of Cook, ss 

Before me personally appeared C. E. Humm to me known 
to be tlie person described in the above application for 
registration, who signed the foregoing instrument in my 
presence, and made oath before me to the allegations set 
forth therein, on the 23d day of October, 1947. 

Margaret Welsh 
Notary Public 


F53775 
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DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 

Paper No. 1 Mailed Aug 31 194S 
Address only 

Tlie Commissioner of Patents 
Trade-Mark Operations 
Washington 25, D. C. 

All communications respecting 
this application should give the 
serial number, date of filing, 
and name of the applicant. 

Please find below a communication from the Examiner 
in charge of this application. 

Lawrence C. Kingsland 
Commissioner of Patents. 

S. J. Collons & Frank H. Marks 
120 S. LaSalle St. 

Chicago, Ill. 

Division: TM 6, Room 6823 
Applicant: Sears, Roebuck & Co. 
Serial No. 54S,852 
Filed Feb. 5, 1948 
For Trade-Mark 


Registration is refused in view of T.M. 415,944 Higgins 
Industries, Inc., registered August 21, 1945. 

The consent on file is not acceptable since it does not in¬ 
clude consent to register. Also, while such a consent meets 
the prerequisite to consideration set up in Section 2(c), if 
the mark, as here, consists of a word primarily and merely 
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a surname, it must still qualify either under section 2(F) 
or the Supplemental Register when evaluated on its merits. 

J. R. Sterba 
Examiner 


(J. C. Higgins) 

MGS :km 
MGS 


A proper response to this Office action must he received 
within (j months from the date of this action in order to 
avoid the question of abandonment. 


Sears, Roebuck and Co., 

1)25 S. Homan Ave., 

Chicago 7, Ill. 

Gentlemen: 

This will confirm that, while employed as an executive of 
your Company in 1908, my name was adopted, with my per¬ 
mission, by the sporting goods department as a trade mark 
for baseball supplies. The name applied to the merchandise 
is “ J. C. Higgins.” 

This name has been used continuously by your firm since 
that time, having been extended to other items with my 
approval. 

This letter is your authority to continue the use of “ J. C. 
Higgins 7 ’ as a trade mark for sporting goods and any other 
items of merchandise to which vou mav wish to extend said 
trade mark. 


Very trulv vour, 

Jonx Higgins 


(Date) October 2nd 1947 






State of Illinois 

County of Cook, ss 

Before me personally appeared John Higgins to me 
known to be the person described in the foregoing statement, 
who signed the foregoing instrument in my presence, and 
made oath before me to the allegations set forth therein, 
on the 2nd day of October, 1947. 

Margaret Welsh 
Notary Public 


IN THE UNITED STATES PATENT OFFICE 

Mail Division Feb 23 1949 U.S. Patent Office 

Trade Marks Feb 25 1949 U. S. Patent Office 

Application of 
Sears, Roebuck and Co. 

Serial No. 548,852 

Filed: February 5, 194S 

For: Trade Mark “J. C. Higgins” 

TM Division 6 
Room 6823 

RESPONSE 

Commissioner of Patents 
Washington 25, D. C. 

Sir: 

In response to the Official action dated August 31, 1948, 
reconsideration is requested in view of the photostat en¬ 
closure of another letter of consent from John Higgins 
addressed to the Applicant and expressing consent to reg¬ 
ister, as well as to use the trade mark covered by this ap¬ 
plication. This letter overcomes the objection expressed in 
the Official action. 

Also enclosed is photostat of letter from Higgins Indus¬ 
tries, Inc., owners of Trade Mark Registration 415,944, 
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giving consent to Applicant’s use and registration of the 
instant trade mark, said Registration 415,944 being cited 
against Applicant’s mark as the principal basis of rejection. 

It is believed that the Examiner is in error when he states 
that the mark must still qualify under either Section 2 (f) 
or the Supplemental Register. If the Examiner will care¬ 
fully read Section 2 (c), he will see that registration on the 
Principal Register of a mark which “consists of or com¬ 
prises a name, portrait, or signature identifying a particu¬ 
lar living individual” is prohibited “except by his written 
consent.” Otherwise stated, the name or signature of a 
living individual may be registered on the Principal Reg¬ 
ister when his consent is given, as in the instant case. 

Upon reconsideration, therefore, it is believed that the 
Examiner's refusal to register on the Principal Register 
should be withdrawn. 

As to the Higgins Industries’ citation, same should be 
withdrawn in view of the attached letter of consent. 

For the reasons stated, it is believed that this applica¬ 
tion should be passed to issue forthwith. Such action is 
respectfully solicited. 

Respectfully submitted, 

Frank H. Marks, 

Attorney for Applicant. 

FHM/jb 
Ends. (2) 

Chicago, Illinois 
February 21, 1949. 
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Higgins 

INCORPORATED, NEW ORLEANS 

February 3, 1949- 

Sears, Roebuck & Co., 

Chicago, Illinois. 

Attn: Mr. G. D. Downey, Dept. 744. 

Subj: “J. C. Higgins” trade-mark. 

Gentlemen: 

Replying to your letter of December 20tk, 1948, inquir¬ 
ing if we would have any objection to your applying for the 
registration of the “J. C. Higgins” trade-mark, under the 
new Lanham Act. 

Tn view of the fact that you have been using the “J. C. 
Higgins” trade-mark in connection with sporting goods and 
hunting equipment, etc. for the past 41 years, and as we 
can foresee no conflict between your trade-mark and that 
of our “Higgins”, we are agreeable to your filing applica¬ 
tion for your trade-mark. 

Very truly yours, 

Higgins, Inc., 

Andrew J. Higgins, 
President. 

ajh/ewp 

cc—Montgomery, Fenner & Brown, N.O.La. 

Mr. Michael Macheca, Office. 
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POL-S9 PAPER NO. 3 

Department of Commerce 

UNITED STATES PATENT OFFICE 
WASHINGTON 

Please find below a communication from the Examiner in 
charge of this application. 

Lawrence C. Kingsland 
Commissioner of Patents. 

Mar 24 1949 


S. J. Collons & F. H. Marks 
120 S. LaSalle Street 
Chicago, Ill. 

Division: TM 
Applica)it: 
Serial No. 
Filed 
For 


6 - Room 6220 

Sears, Roebuck & Company 
548, S52 

February 5, 1948 
Trade-Mark 


Restrictions with regard to registering surnames are set 
forth in two subsections of Section 2 namely (c) and (e) 
(3). 

Applicant has complied with one prerequisite applicable 
to its mark and has by the letter from J. C. Higgins passed 
the first hurdle. 

The restriction as to a mark being primarily merely a 
surname sets up entirely new criteria. The mark may be 
the name of a living person, a dead person, or even a non¬ 
existent fanciful person. If it is clearly a surname, it must 
come under Section 2f. 

Marks which are primarily merely a surname which have 
not become distinctive under Section 2f are subject to 
registration on the Supplemental Register when the re¬ 
quirements of Section 2c are met. 

J. R. Sterba 
Examiner 


(J C Higgins) 

MGS :fm 
MGS 

A proper response to this Office action must be received 
within 6 months from the date of this action in order to\ 
avoid the question of abandonment. 

Mail Division 
Apr. 19 1949 
U.S. Patent Office 

TM #4 
Arg. 

Trade Marks 
Apr. 20 1949 
U.S. Patent Office 

In Tiie United States Patent Office 

Application of 
Seaks, Roebuck and Co. 

Serial Xo. 548,852 
Filed: February 5, 194S 
For: Trade Mark J. C. Higgins 

Response 

Commissioner of Patents 
Washington 25, D. C. 

Sir: 

This is in response to the Official action dated March 24, 
1949. 

Reconsideration is requested for the Examiner’s re¬ 
peated refusal to register because of his interpretation of 
Section 2 (c) and 2 (E)(3) regarding surnames. 

Section 2 (c) provides that no trade mark shall be re¬ 
fused registration unless it— 

“(c) Consists of or comprises a name , portrait, or 
signature identifying a particular living in- 


TM Division 6 
Room 6220 





42 


dividual except by his written consent, or the 
name, signature, or portrait of a deceased 
President of tile United States during the life of 
his widow, if any, except by the written consent 
of the widow.” 

As pointed out in our previous argument, it is not be¬ 
lieved that this section prohibits registration of the mark 
here at bar for the reason that the name “J. C. Higgins” 
is the name of a living individual whose consent has been 
given on the record to Applicant’s use and registration 
thereof. The Examiner has not answered this argument. 

Section 2 (e)(3) contains the folloing prohibition, i.e.: 

“(c) Consists of a mark which. (3) is primarily 

a surname.” 

Webster’s New International Dictionary, Second Edi¬ 
tion, defines the word “surname” as follows: 

“A name or appellation added to the baptismal or 
Christian name, and become a family name. Surnames 
orig. noted occupation, estate, place of residence, or a thing 
or event relating to the person; thus, 

Edmund Ironsides; Robert Smith, or the smith; William 
Tamer. Surnames are often patronymics; as, John John¬ 
son/’ (Words here underscored are italicised in the dic¬ 
tionary.) 

It appears, therefore, that the Examiner is taking a posi¬ 
tion which is contrary to the above definition, which is the 
principal standard of usage of the English language in the 
United States. The Examiner apparently is reading the 
mark as if the initials were not there. It is submitted that 
the Examiner is not justified in disregarding this im¬ 
portant part of the mark, which takes it completely outside 
of the prohibitions of the statute. 

Furthermore, we find no justification for the Examiner’s 
position in the reported decisions either before or after 
adoption of the 1946 Act. It is here pointed out that the 
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Examiner has omitted to refer to any authority for his 
position. 

In all the cases which we have been able to find involving 
personal names, we have been unable to find any authority 
in support of the Examiner’s rather peculiar interpreta¬ 
tion of the statute and disregard of the dictionary. We do 
find decisions in support of our interpretation, as set forth 
above. For example: 

Ex parte Sown Gloves, 73 P.Q. 530 (1947). The word 
“Sonn” was held by Commissioner Frazer to be a 
surname not distinctively applied. 

Ex parte Cherry-Burrell Coruration, 74 P.Q. 237 (1947). 
Commissioner Frazer held the word “Vogt” to be “a 
surname” and has no other meaning and, hence, not 
registrable under the 1905 Act. 

Ex parte Square D Company, 74 P.Q. 306 (1947). Com¬ 
missioner Frazer held the word “Sard” registrable 
under the 1905 Act, because, although a surname, “it 
is rarely so used” and has a dictionary meaning. 
Hence, the mark at bar “was not merely the name of 
an individual.” 

Ex parte Wilson Brothers, 79 P.Q. 429 (194S). Commis¬ 
sioner Daniels held the mark “The Elliott” not regis¬ 
trable under the 1905 Act on the ground that “Elliott” 
was a surname not distinctively displayed. 

Summarizing, we find no case involving a personal name 
which has been refused registration on that ground, except 
where the name consisted merely of the family name or 
surname, as the word “surname” is defined in the dic¬ 
tionary. 

It is requested that the Examiner promptly pass this case 
to publication, or, in the alternative, complete the record by 
stating fully the authority for his refusal to register and 
accord this case final action, in order that an appeal may be 
filed and an early and final decision on this point may be 
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reached, in view of the fact that, as the Examiner knows, 
this Applicant has a large number of eases involving the 
same question. 

Respectfully submitted, 

Frank H. Marks, 

Attorney for Applicant 

FHM/jb 

Chicago, Illinois 
April 15, 1949 


pol-89 paper no. 5 

Department of Commerce 

UNITED STATES PATENT OFFICE 
WASHINGTON 

Mailed 
May 27 1949 

Please find below a communication from the Examiner in 
charge of this application. 

Lawrence C. Kingsland 
Commissioner of Patents. 


S. J. Collons and 
Frank H. Marks 
120 S. LaSalle Street 
Chicago, Ill. 

Division: TM 6 - Room 6220 
Applicant: Sears, Roebuck & Co. 

Serial No. 54S,S52 

Filed February 5, 194S 

For Trade-Mark 

In Ex parte Wilson Brothers 79 U.S.P.Q. 429 the Com¬ 

missioner of Patents decided the addition of the word 
“The” made no difference and held that the mark was a 
surname under the 1905 Act, the wording of which is 



similar to the 1946 Act except for the addition of 
“primarily”. 

The Commissioner said: 

“In this connection applicant emphasizes the fact that 
the word “The” appears in its specimens and drawing. 
The addition of the article “the” to an unregistrable mark 
does not appear to give it any added significance, nor is 
any case called to my attention which would justify regis¬ 
tration because of its inclusion”. 

Addition of the word “primarily” does not, in the 
opinion of the Examiner, justify any change in the evalua¬ 
tion of such surname plus marks. 

J. C. Higgins is primarily nothing but a surname. 
Secondarily it is (a) the name of a living person and (b) 
a trade-mark used by Sears, Roebuck and Company. 

There follow these conclusions: 

1. Because it is primarily merely a surname the mark 
comes under the restriction to registration of surnames 
mentioned in section 2(e)(3). 

2. Because it is the name of a living person, the formalities 
of section 2(c) apply. 

A proper response to this Office action must be received 
within 6 months from the date of this action in order to 
av'oid the question of abandonment. 

May 27 1949 
Mailed 

3. Because the mark has attained secondary significance, 
it is eligible for registration under section 2(f). 

In accordance with applicant’s request, this action is 
made final. 

As presented, registration is refused. 

(J C Higgins) 

MGS :jb 
MGS 


J. R. Stekba 
Examiner 






Mail Division 
Nov 25 1949 
U.S. Patent Office 
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Trade Marks 
Nov 25 1949 
U.S. Patent Office 


In The United States Patent Office 

Application of 
Sears, Roebuck and Co. 

Serial No. 548,852 
Filed: February 5, 1948 
For: Trade Mark J. C. Higgins 

Commissioner of Patents 
Washington, D. C. 

Sir: 

Responsive to the Official action dated May 27,1949: 
Attention is called to the decision of Commissioner 
Daniels dated November 3, 1949, in Ex parte DaUioux, S3 
P.Q. 262, reversing the Trade Mark Examiner and holding 
that a full personal name should not be refused registra¬ 
tion on the Principal Register under the 1946 Act, as the 
same is not “primarily merely a surname” and hence does 
not come within the prohibition of Section 2 (e)(3) of the 
Act. 

Said decision is determinative of the issue herein. It is 
accordingly requested that this application be passed to 
publication forthwith. 

Respectfully submitted, 

Frank H. Marks, 

Attorney for Applicant 

FHM/jb 
Chicago, Illinois 
November 23, 1949 


TM Division 6 
Room 6220 





pol-89 


47 


PAPER NO. I 

Mailed 
Feb 1 1950 


Department of Commerce 

UNITED STATES PATENT OFFICE 
WASHINGTON 

Please find below (/• communication from the Exa-miner in 
charge of this application. 

John A. Marzall 

Commissioner of Patents. 

S. J. Collons and 
Frank H. Marks 
120 South La Salle Street 
Chicago, Illinois 

Division : TM 6 - Room 6220 
Applicant : Sears, Roebuck and Co. 

Serial No. 548,852 

Filed February 5, 194S 

For Trade-Mark 

A full personal name should not be refused registration 

on the Principal Register under the 1946 Act. Applying 
this ruling, set forth and very clearly delimited as to scope 
in the Dallioux decision, to the present application, the 
question is presented: Is the designation “J C Higgins” 
the “entire name of an individual” or is it “a mere device 
or contrivance to evade the law and secure the registration 
of nonregistrable words”? 

It is the opinion of the Examiner that the surname 
Higgins is such a predominant portion of applicant’s mark 
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that it comprises “the only significant part of the mark”. 

Accordingly registration is refused under section 
2(e)(3) of the Act of July 5, 1946 by the mandate of the 
decision in Ex parte Andre Julien Dallioux, 171 Ms.D. 563; 
83 U.S.P.Q. 262; 629 O.G. S79 decided November 3, 1949. 
I'pon these grounds the final rejection is adhered to. 

J. R. Sterba 
Examiner 

(J C Higgins) 

MGS :jb 
MGS 

A proper response to this Office action must he received 
within 6 months from the date of this action in order to 
avoid the question of abandonment. 


Mail Division Docket Division 

Jul 29 1950 Aug 2 1950 

U.S. Patent Office U.S. Patent Office 

In The United States Patent Office 
Application of 

Sears, Roebuck and Co. : 

Serial No. 548,852 : TM Division 6 

Filed: February 5, 194S : Room 6220 

For: Trade Mark J. C. Higgins : 

Appeal To Tiie Commissioner 

Commissioner of Patents 
Washington 25, D. C. 

Sir: 

Appeal is hereby taken to the Commissioner from the 
final rejection dated February 1, 1950, by the Trade Mark 
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Examiner of the above entitled application, for the follow¬ 
ing reasons: 

1. The Trade Mark Examiner erred in holding that 
Applicant’s trade mark “J. C. Higgins” is “primarily 
merely a surname.” 

2. The Examiner erred in holding that the surname 
“Higgins” is such a predominant portion of Applicant’s 
mark that it comprises “the only significant part of the 
mark.” 

3. The Examiner erred in finally refusing registration 
of Applicant’s mark. 

A check in the amount of $25.00 in favor of the Commis¬ 
sioner of Patents covering the appeal fee is forwarded 
herewith. 

An oral hearing is desired. 

Respectfully, 

Frank H. Marks, 

Attorney for Applicant 

FHM/jbs 

Enc. 

Chicago, Illinois 
July 27, 1950 

MGS :om. 

[Examiner’s Statement appears below as part of Defend¬ 
ant’s Exhibit No. 1] 

[Decision of Examiner-in-Chief appears below as part of 
Defendant’s Exhibit No. 1] 


APPLICATION 

No. 548852 


ACT OP 1946 



PROPRIETOR. 

SCABS , eoe&UCK CO. 





Paper No. 10. 

Mailed 
Aug 23 1950 

Defendant’s Exhibit No. 1 

In The United States Patent Office 

Applicant: Sears, Roebuck and Co. 

Serial No. 548,852, filed Feb. 5, 1948. 

Trade-mark for Shotguns, Rifles, Gun Sights, etc. 
Attorneys: S. J. Collons and 

Frank H. Marks, 

120 S. LaSalle Street, 

Chicago, Illinois. 

Before the Commissioner on Appeal 

Examiner’s Statement 

This is an answer to the appeal taken from the 
Examiner’s refusal to register the mark “J. C. Higgins” 
on the ground that such mark is primarily merely a sur¬ 
name within the intended meaning of section 2(e) (3) of the 
Act of July 5, 1946. 

Applicant and the Examiner agree that “Higgins” alone 
would not be registrable except under section 2(f) of the 
Act. The issue is drawn on the effect and significance of 
adding the initials J. C. to the name “Higgins”. 

It is the Examiner’s contention that adding two initials 
to the name does not change it from a surname to an 
arbitrary mark. The word is still primarily a surname 
and remains merely a surname until at least another name 
is added to it at which point it becomes a full name. Thus 
viewed the initials are similar to addition of the word 
“the” which was held to have no effect on the mark pre¬ 
sented in Ex parte Wilson Brothers, 79 U.S.P.Q. 429. This 
case was decided under the Act of March 20, 1905, but re- 
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solved the same problem that is presented here, the slightly 
different wording of the old Act notwithstanding. 

Ex parte Dallioux, 83 U.S.P.Q. 262; 629 0. G. S79 is re¬ 
lied upon by both parties to this appeal. The Examiner 
believes that the mark presented in this application falls 
into the category mentioned in the obiter dicta portion of 
that decision, namely, one in which the surname consti¬ 
tutes the only significant part of the mark. Accordingly, 
the refusal to register the name without a showing of dis¬ 
tinctiveness is believed to be proper. 

Respectfully, 

J. R. Sterba 
Examiner. 


Docket Division 
Dec 12 1950 
Copy Mailed 

Decision 

-u-14 

tr 

Hearing: NLS 

October 19, 1950 

In the United States Patent Office 


Ex parte Sears, Roebuck and Co. 

Vol. 173, Page No. 74 


Appeal 


Application for registration of a trade-mark on the 
Principal Register under the Act of 1946, for shotguns, 
rifles, gun sights, gun cases, ammunition belts, filed Feb¬ 
ruary 5, 1948, Serial No. 548,852. 

S. J. Collons and Frank H. Marks for applicant. 

Applicant appeals from the refusal of the examiner to 
register the mark “J C Higgins” for “shotguns, rifles, 
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gun sights, gun cases, ammunition belts,” on an applica¬ 
tion filed February 5, 1948, for registration on the 
Principal Register under the Trade-Mark Act of 1946. The 
mark is written in a convential script without periods and 
is asserted to be the name of a particular individual. 

The examiner’s position is that the mark can not be 
registered in view of section 2 (e) (3) of the Trade-Mark 
Act of 1946 which provides that 

“Xo trade-mark . . . shall be refused registration on the 
Principal Register on account of its nature unless it . . . 
(e) consists of a mark which ... (3) is primarily merely 
a surname.” 

The applicant does not question that “Higgins” alone 
would be unregistrable in view of this clause of the Act, 
but maintains that this clause does not prohibit the regis¬ 
tration of the full name of an individual, and that a sur¬ 
name with initials may constitute the full name. The 
examiner’s position is that adding the initials to a surname 
does not change it from a surname to an arbitrary mark; 
the mark is still primarily a surname and remains a 
surname until at least another name is added to it. The 
examiner maintains that the addition of initials is similar 
to the addition of the word “The” which was held to have 
no effect in Ex parte Wilson Brothers, 620 O.G. 1270, 79 
U.S.P.Q. 429. 

The examiner acknowledges that the mark presented 
could be registered under section 2(f) of the Trade-Mark 
Act, which provides that marks which are excluded by sub¬ 
section 2(e) may nevertheless be registered if they have 
“become distinctive of the applicant’s goods in commerce,” 
which section also provides for a mode of proof of distinc¬ 
tiveness of the mark. While applicant stated at the hear¬ 
ing that the facts were such that it could qualify for regis¬ 
tration under section 2(f), nevertheless, applicant does not 
choose to do so, and consequently it can not be taken that 
unregistrable matter has become distinctive of applicant’s 
goods nor are any arguments bearing on distinctiveness of 
any moment. 
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The status of the registrability of names of individuals 
under the Trade-Mark Act of 1946 was reviewed by the 
Assistant Commissioner in Ex parte Dallioux, 629 O.U. 879, 
S3 U.S.P.Q. 262. The Commissioner concluded that, while 
under section 5 of the Act of 1905, the registration of 
marks consisting of names of individuals was prohibited 
generally (with certain exceptions), no such general pro¬ 
hibition appears in the Act of 1946 which, in section 2(e) 
denies registration to marks consisting merely of surnames, 
but does not require refusal of registration to a mark con¬ 
sisting of the entire name of an individual. Section 2(c) 
of the Act of 1946 merely provides, in the case of names 
of individuals, that registration is to be refused if the 
mark “consists of or comprises a name . . . identifying a 
particular living individual except by his written consent 
. . .” In this case the name is stated to be that of a par¬ 
ticular living individual, and his written consent to its 
registration has been filed. The decision of the Commis¬ 
sioner indicated that the comments made therein would 
not, of course, apply in the event the surname was unduly 
emphasized or otherwise constituted the only significant 
part of the mark, thereby amounting to “a mere device 
or contrivance to evade the law or secure the registration 
of nonregistrable words . . . ,” citing Beckwith v. Com¬ 
missioner of Patents, 252 U.S. 538, 1920 C.D. 471. 

It thus appears, as has been decided by the Commis¬ 
sioner, that there is no specific general prohibition in the 
Act of 1946 of the registration of names of individuals as 
trade-marks, as there was in the prior Trade-Mark Act 
of 1905. It does not follow from this, however, that names 
of individuals have any special status or are entitled to 
any special consideration over that given to any other 
trade-mark. As was said by the Court of Customs and 
Patent Appeals in The J. B. Williams Co. v. Ernest W. 
Williams, 18 C.C.P.A. 1133, 48 Fed. (2d) 398: 

“where one elects to make a technical trade-mark use 

of his own name, that name, for that purpose, becomes 
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dissevered, as it were, from its owner’s personality, 
and when he seeks to register it under a statutory 
enactment, it must be tested by precisely the same 
rules and principles which apply to all other technical 
trade-marks.” 

There is no question as to the capability of the mark in 
this case to function to distinguish applicant’s goods, and 
the specimens accompanying the application and the 
manner in which the mark is used unquestionably show 
proper trade-mark use. The only substantial question pre¬ 
sented for decision is whether the surname in the combina¬ 
tion “J C Higgins” is unduly emphasized or otherwise 
constitutes the only significant part of the mark so that the 
mark as a whole can still be characterized as primarily 
merely a surname. 

"With respect to this question, I am of the opinion that 
adding the initials to the surname does not change the 
mark as a whole from being primarily merely a surname. 
It is true that initials may be distinctive and may be sub¬ 
ject to trade-mark use and registration in and of them¬ 
selves, but when associated with a surname they become 
a subordinate and relatively unimportant part of the mark 
as a whole. While the question here involved was not be¬ 
fore the court, the decision of the Court of Customs and 
Patent Appeals in the decision mentioned above may offer 
some analogy. In that case the court, reversing the Com¬ 
missioner of Patents, refused to register the trade-mark 
“E. \V. "Williams” (which was presented as a signature, 
which constituted an exception to the general prohibition 
in the Act of 1905) of an applicant over the prior regis¬ 
tered mark (under the ten-year proviso of the Act of 1905) 
“Williams” of an opposer, treating the initials as of 
practically no significance. Attention is also called to 
Thaddeus Davids Company v. Davids and Davids, trading 
as Davids Manufacturing Company, 233 U.S. 461, 1914 
C.D. 367, in which the Supreme Court held the trade-mark 
“Davids”, registered under the ten-year proviso of the 
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Act of 1905, to be infringed by the use of “C. I. Davids,” 
holding the latter to be a mere simulation or colorable 
imitation of the former. While it is appreciated that these 
cases were not concerned with the same problem involved 
here, nevertheless they may both serve as examples indi¬ 
cating the little attention paid to the presence of initials 
and showing that they are not of any great significance in 
the trade-mark use of a name. It is accordingly held that 
the addition of the initials does not change the surname to 
a mark which is not primarily merely a surname and pro¬ 
hibited registration under section 2(e) of the Trade-Mark 
Act of 1946. 

If it be assumed that the mark as a whole is not primarily 
merely a surname, it would nevertheless still be un- 
registrable in the absence of a disclaimer of “Higgins.” 
The word “Higgins” by itself is undeniably primarily 
merely a surname, and as such cannot be registered under 
section 2(e). Section 6 of the Trade-Mark Act provides 
that “the Commissioner shall require unregistrable 
matter to be disclaimed, ...” While there presumably 
must be some degree of discretion in requiring disclaimers 
under section 6, the situation presented here is that of a 
word which is categoricallv barred bv the statute from 
registration (unless under the provisions of section 2(f)), 
and it is believed that the mark could not be registered as 
presented unless applicant disclaimed the surname 
“Higgins” apart from the mark as shown. 

The decision of the examiner is accordingly affirmed. 

P. J. Federico 
Eoca-miner-in^Chicf 

December 12, 1950 

[The hearing and determination of appeals in trade-mark 
cases have been delegated to the members of the Board of 
Appeals of the Patent Office by an order of the Secretary 
of Commerce, published September 28, 1950, 15 Federal 
Register 6554, and October 17, 1950, 639 O.G. 643, under 
the provisions of Reorganization Plan No. 5 of 1950, 15 
Federal Register 3174.] 
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75 Filed Mar IS 1952 

UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

Civil Action Xo. 1374-51 
Sears, Roebuck and Company, Plaintiff 

v. 

John A. Marzall, Connnissioner of Patents, Defendant . 

Findings of Fact 

1. This is a civil action under the provisions of Sec. 4915 
of the Revised Statutes (35 U.S.C. G3), in which the plain¬ 
tiff, Sears, Roebuck and Company, seeks a judgment from 
this Court authorizing the defendant, the Commissioner of 
Patents, to grant to plaintiff a certificate of registration 
for the trade-mark “JC Higgins" on the Principal Reg¬ 
ister of the Trade Mark Act of 194G (15 U.S.C. 1052), based 
upon plaintiff's application Serial Xo. 548,852, filed Feb¬ 
ruary 5, 194S, for the registration of such mark on Shot¬ 
guns, Rifles, Gun Sights, Gun Cases and Ammunition 
Belts. 

7G 2. In 1908 plaintiff had in its employ George E. 

Stoll, then manager of its Sporting Goods Depart¬ 
ment, and John Higgins, a statistician and director of the 
company. Stoll conceived the idea of using Mr. Higgins’ 
name as his sporting goods trade-mark, but realizing that 
John Higgins lacked a middle initial he decided to create 
the middle initial “C” for Mr. Higgins and use his name 
in the form “ JC Higgins” as a trade-mark, which idea was 
approved by Mr. Higgins. The mark was thus adopted in 
the form “JC Higgins” for plaintiff’s sporting goods and 
has been so used ever since. 

3. At the time the application at bar was filed on Feb¬ 
ruary 5, 1948, said Higgins was still living, and he con¬ 
sented to the continued use of “JC Higgins” by plaintiff 
and authorized plaintiff to secure registration thereof as 
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a trade-mark for sporting goods and any other items of 
merchandise to which plaintiff might wish to extend its use. 
The letter of consent and approval which appears in the 
record as an exhibit filed with the complaint is signed 
“John Higgins”, no middle initial being used. 

4. Plaintiff has used the mark “JC Higgins” on such 
goods continuously and up to the present time, the mark 
being extended to a larger line of merchandise in related 
fields, since the first adoption thereof. Use since January 
15, 1946, is claimed for the specific goods set forth in the 

application involved in this proceeding. 

77 5. The word “Higgins” in the mark “JC Hig¬ 
gins” is merely a surname. 

6. The word “Higgins” in the mark “JC Higgins” is 
the salient, dominant, pre-eminent and clearly noticeable 
part of the mark. 

7. The initials “JC” in the mark “JC Higgins” are an 
insignificant part of the mark. 

5. The mark “JC Higgins” has as its foundation only 
the surname Higgins and is clearlv dominated therebv. 

9. The mark “JC Higgins” is primarily merely a sur¬ 
name. 

Conclusions of Law 

1. The trade-mark “JC Higgins” is not entitled to reg¬ 
istration upon the Principal Register established by the 
Trade Mark Act of 1946, based upon the application at 
bar, because Sec. 2(e)3 prohibits the registration of a mark 
which is primarily merely a surname. 

2. Since the interpretation to be placed upon the statu¬ 
tory language prohibiting the registration of a mark which 
is primarily merely a surname is a matter of law, evidence 

offered to show or explain that the initials “ JC” in 

78 the mark “JC Higgins” are considered significant 
by purchasers and customers of plaintiff and there¬ 
fore that the mark is not within the prohibition of the stat¬ 
ute is irrelevant and inadmissible in the case. 
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3. The plaintiff is not entitled to register the mark here 
involved on the principal register established by the Trade 
Mark Act of 194G based upon the application at bar. 

4. The complaint should be dismissed. 

R. B. Keech 
Judge 

March 18th, 1952 

#*####*### 
79 Filed Mar 18 1952 


Judgment 

This action came on to be heard at this term and there¬ 
upon upon consideration thereof, it is this ISth day of 
March, 1952, 

Adjudged that the complaint be and it is hereby dis¬ 
missed, with costs against the plaintiff. 

R. B. Keech 
Judge 

****##*### 

80 Filed Apr 17 1952 

Stipulation Re Filing Exhibits Proffered Under Offer of 

Proof, Rule 43(c) 

It is hereby stipulated by and between the parties to the 
above-entitled action, by their counsel, the Court consent¬ 
ing thereto, that the accompanying exhibits for plaintiff, 
offered for identification during plaintiff's offer of proof 
under Rule 43(c), Rules of Civil Procedure for the District 
Courts, but which were not filed during the trial, may be 
filed and be included as physical exhibits as a part of plain¬ 
tiff's offer of proof. The said exhibits are identified in 
the transcript of the trial proceedings as follows: 

Photostat copies of “ * * * letters * * * and orders from 
people writing in to Sears, Roebuck inquiring into and or¬ 
dering J. C. Higgins merchandise * * V’ (Transcript 
page 37). 
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Photostat copies of “ * * * three articles * * * (from) 
nationally distributed periodicals pertaining to sporting 
goods which mention J. C. Higgins goods.” (Transcript 
page 43). 

81 Photostat copies of “ * * * an ad sponsored by 
Sears in ‘Field and Stream’ of November, 1951, and 
another one for September, 1951; both of them advertis¬ 
ing a J. C. Higgins gun * * *.” (Transcript pages 43 and 
44). 

Photostat copies of ***** a representative sampling of 
Sears catalogues”. (Transcript page 44) 

Photostat copies of “ * * * retail advertising by Sears 
in the various newspapers * * (Transcript page 44) 

“ * * * a collection of labels, J. C. Higgins label, as used 
on these various classes of merchandise; * * * ” (Tran¬ 
script pages 44 and 45). 

C. Willard Hayes 
American Security Building 
Washington 5, D. C. 
Attorney for Plaintiff 

E. L. Reynolds, Solicitor 
United States Patent Office 
Attorney for Defendant 

Approved and So Ordered: 

Richmond B. Keech 
United States District Judge 

Date: April 16th, 1952 

.•«••***#* 
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APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA. 



C. Wellard Hayes, 

American Security Bldg., 
Washington, D. C., 

Frank H. Marks, 

120 South La Salle Street, 
Chicago 3, Illinois, 
Attorneys for Plaintiff- 
Appellant. 

September 5, 1952. 


The Scheffer Press, Inc.—ANdover 3-6S50 




The Questions Presented. 

(1) The principal question is whether the trade mark 
J C HIGGINS, which Appellant has used for 44 years 
for a large line of sporting goods and which is the sub¬ 
ject of the pending application for registration in the 
United States Patent Office involved in this appeal and in 
lb other copending applications, and which is admitted 
bv the Patent Office to function as a trade mark to dis¬ 
tinguish Appellant's goods, is registrable under Section 
2 of the Trade Mark Act of 194b (Chapter 540, Title 1, 
Section 2, bO Stat. 428, 15 U. S. 0. Section 1052), or 
whether registration is prohibited by said section. The 
pertinent portion of said section reads as follows: 

“Sec. 2. No trade-mark by which the goods of 
the applicant may I>e distinguished from the goods of 
others shall be refused registration on the principal 
register on account of its nature unless it # # * (e) 
consists of a mark which # # * (3) is primarily merely 
a surname.” 

(2) A secondary question is whether, in an equity 
suit against the Commissioner of Patents under Section 
4915 K. S., seeking an order to grant registration of a 
trade mark, a trial judge may properly exclude substan¬ 
tially all of Plaintiff’s proofs and refuse to hear the only 
witness presented by the Plaintiff, on the alleged ground 
that the evidence is “immaterial,” as the case presents 
“merely a question of law.” 
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IN THE 


United States Court of Appeals 

FOR T1IE DISTRICT OF COLUMBIA 


No. 11,454 


SEARS, ROEBUCK AND CO., 


Appellant, 


vs. 


JOHN A. MARZALL, Commissioner of Patents, 


Appellee. 


APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA. 


BRIEF FOR PLAINTIFF APPELLANT. 


JURISDICTIONAL STATEMENT. 

(a) This case arises out of the refusal of the Com¬ 
missioner of Patents to grant a trade mark registration 
on a particular application filed by Appellant, Sears, 
Roebuck and Co., under the Act of July 5, 1946. Because 
of such refusal, Appellant filed a civil action in the United 
States District Court for the District of Columbia against 
the Commissioner of Patents pursuant to the provisions 
of R. S. Section 4915, February 9, 1893, C. 74, Section 9, 
27 Stat. 436, 35 U. S. C. Section 63, and Section 21 of 
the Trade-Mark Act of July 5, 1946, C. 540, Title 1, Sec¬ 
tion 21, 60 Stat. 435, 15 U. S. C. Section 1071. This appeal 
is taken under the Act of June 25, 1948, C. 646, Sec. 1, 
62 Stat. 929, 28 U. S. C. Section 1291. 
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(b) In the Complaint (Joint App. 2) it is alleged 
that Plaintiff, Sears, Roebuck and Co., a New York cor¬ 
poration, on February 5, 1948, filed in the United States 
Patent Office application Serial No. 548,852 for registration 
of the trade mark J C HIGGINS for shotguns, etc., said 
application being one of 17 copending applications to 
register the same trade mark in various classes for a 
large variety of articles in the field of sporting goods; 
that all of the statutory requirements and all of the rules 
relating to such applications were duly complied with, 
but that the Patent Office in the person of the Trade 
Mark Examiner and later in the person of the Examiner- 
in-Chief acting for the Commissioner, finally refused to 
grant said application or any of said applications for 
registration on the alleged ground that the trade mark 
J C HIGGINS was “primarily merely a surname,” the 
Patent Office officials stating that the HIGGINS portion 
of the trade mark “comprises ‘the only significant part 
of the mark.’ ” (Joint App. 47-48.) 

(c) The jurisdiction of the District Court is accepted 
without question in Defendant’s Answer (Joint App. 13, 
par. 1). 


STATEMENT OF THE CASE. 

In view of the fact that the Trial Judge refused to 
permit Plaintiff’s only witness to be sworn and refused 
to admit in evidence most of Plaintiff’s proofs, even re¬ 
fusing exhibit numbers for identification as to the ex¬ 
cluded matter (Joint App. 29), and Defendant offered 
no proofs at the “trial,” the record is substantially de¬ 
void of evidence in the usual sense of the word. Our 
statement of the case must, therefore, necessarily be 
predicated on the rather unsatisfactory record as the 
Honorable Court of Appeals finds it. 
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Plaintiff, Sears, Roebuck and Co., which with its prede¬ 
cessors in business has been operating a retail general 
merchandise business since 1886, in the year 1908 adopted 
as a trade mark for sporting goods the notation J C 
HIGGINS. The “Stipulation of Testimony” (Plaintiff’s 
Ex. 2—Item 5, Designation of Contents of Record on 
Appeal) states the facts which surrounded the adoption 
of said trade mark. George E. Stoll, who in the year 1908 
was manager of Sears' sporting goods department, was 
looking for a suitable trade mark in the form of a per¬ 
sonal name corresponding in form to “A. G. Spalding," 
which at the time was achieving success in the sporting 
goods field. The matter was discussed between Mr. Stoll 
and A. H. Loeb, vice president of Soars, and they decided 
on the name of JOHN HIGGINS, then a director of the 
Company. Finding that Higgins lacked a middle initial, 
they decided to give him one and created the name of J C 
HIGGINS which was thereupon adopted as the trade mark, 
with the consent of Mr. Higgins, and the name “has been 
used in that form ever since” (Stipulation of Testimony, 
p. 2) and gradually extended to include a long line of 
sporting goods. (See match book. Plaintiff’s Ex. 4.) 

In a verified statement of Higgins himself, who was 
living at the time of filing the application here involved 
and the other 16 J C HIGGINS applications, he stated 
(Joint App. 8), “My name was adopted with my per¬ 
mission * * * the name applied to the merchandise is 
J C HIGGINS.” 

The trade mark has always been used by Appellant 
in the form J C HIGGINS as shown in the large assort- 
ment of labels offered in evidence (Designation of Record, 
Item 18; Joint App. 22), tlie entire mark being written 
in letters of equal size and prominence in script form 
resembling a signature, although not actually a signa- 
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ture; likewise, in Appellant's advertising the mark J C 
HIGGINS has always been presented as a complete unit 
consisting of the surname and the initials, usually in the 
same script form as on the labels but frequently in block 
letters with periods following the initials (Designation of 
Record, Items 15, 16 and 17; Joint App. 21-22). 

Appellant filed its application to register its J C HIG¬ 
GINS trade mark for certain items in Class 9, Explosives, 
firearms, etc., on February 5, 1948, Serial No. 54S,852, 
and copending with said application are 16 additional ap¬ 
plications covering the same trade mark for a large 
variety of sporting goods in other Patent Office trade¬ 
mark classifications. All of said applications request 
registration of the J C HIGGINS trade mark on the 
Principal Register of the 1946 Act without recourse to 
Section 2(f). 

All of said applications have been finally refused regis¬ 
tration as filed on the alleged ground that the mark J C 
HIGGINS is “primarily merely a surname’’ and there¬ 
fore said to be barred by Section 2(e)(3) of said act, 
the Examiner holding, and it being affirmed by the Pat¬ 
ent Office Examiner-in-Chief acting for the Commissioner, 
that the name HIGGTNS “comprises ‘the only significant 
part of the mark.' ’’ (Joint App. 47-48.) This view is 
concurred in by the Trial Court, Findings 6-9. 

The Patent Office acknowledges that Appellant’s mark 
J C HIGGINS qualifies as a trade mark identifying Appel¬ 
lant's goods and hence would be registrable under Section 
2(f), Joint App. 55, last par.; see Joint App. 16: 

“Mr. Sehimmel (Solicitor for the Patent Office): 
The appeal decision—the statement is made: ‘There 
is no question as to the capability of the mark in 
this case to function and distinguish applicant’s 
goods, and the specimens accompanying the appli- 
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cation in the manner in which the mark is used un¬ 
questionably shows trade-mark use.’ 

“It is not in issue here.” 

Pursuant to the final refusal of registration by the 
Trade Mark Examiner, affirmed by the Examiner-in- 
Chief acting for the Commissioner, this action was filed 
in the District Court under R. S. 4915 seeking an order 
to direct the Commissioner to grant the registration, it 
being understood that a decision in the one application 
would be applicable to all 17 copending cases, as the 
identical question is presented in all. 

At the “trial” Plaintiff was prepared to present in 
evidence certain documentary material through an em¬ 
ployee of Plaintiff, G. D. Downey, who was brought to 
Washington especially to testify in the case. Ruling that 
the case presented merely a question of law, the Trial 
Judge refused to permit the witness to be sworn and 
refused to accept any of the evidence offered by Plain¬ 
tiff except a certified copy of the file wrapper of the 
application (Plaintiff’s Ex. 1; Joint App. 14), a stipula¬ 
tion of testimony regarding the circumstances of adoption 
of the trade mark (Plaintiff’s Ex. 2: Joint App. 23) and 
a matchbook advertising J C HIGGINS goods (Plain¬ 
tiff’s Ex. 4, Joint App. 28). 

Appellant has no quarrel with Findings of Fact 1-5, 
inclusive. 


STATUTE INVOLVED. 

This controversy involves the interpretation of the 
new Trade Mark Act of July 5, 1946 (“Lanliam Act”), 
Public Law 489, 79th Congress, Chapter 540, 60 Stat. 
427, 15 U. S. C. Chapter 22. In this brief said Act will 
hereinafter be referred to as the Act of 1946 or the 1946 
Act. 
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The particular section of the Act which is in contro¬ 
versy is Section 2 (15 F.S.C. 1052), the pertinent parts 
of which read as follows: 

“Sec. 2. Xo trade-mark by which the goods of the 
applicant may lx* distinguished from the goods of 
others shall he refused registration on the principal 
register on account of its nature unless it * * # (e) 
consists of a mark which, * * * (3) is primarily merely 
a surname." 


STATEMENT OF POINTS. 

Point 1. In refusing 1 registration, the prior tribunals 
overlooked the intent of the 1946 Act, which was to pro¬ 
tect the public and the owners of trade marks. 


Point 2. The prior tribunals erred in dissecting Ap¬ 
pellant's trade mark, and after such dissection, throwing 
away a major portion of the mark which in itself would 
be registrable under existing law and practice, namely, the 
initials .J (', and finding that the name HIGGINS alone 
constituted “the only significant part of the mark.” The 


Trial Court erred particularly in 


Findings of Fact 6-9, 


inclusive. 


Point 3. The prior tribunals failed to apply the prin¬ 
ciple that in case of doubt as to the correct interpreta¬ 
tion of the 1946 Act, such doubt should be resolved in fa¬ 
vor of the applicant for registration, because, in the event 
of an improvident decision in the applicant’s favor, all 
persons are fully protected under the 1946 Act by their 
right to oppose the grant of the registration or, if by in¬ 
advertence no opposition is filed, they may file a peti¬ 
tion to cancel the registration. 


Point 4. The Trial Court erred in refusing to accept 
the explanation clearly set forth in the (ongressional 
Hearings, explaining in unambiguous language the mean- 





mg of the term, “primarily merely a surname,” as found 
in See. 2 of the Act, and in treating the initials J C as if 
they did not exist as a part of the mark. 

Point 5. The Trial Court erred in refusing to admit 
substantially all of Appellant’s documentary proofs and 
in refusing to hear Appellant’s witness, offered as bear¬ 
ing on the major point in issue, and further erred in 
filing Findings of Fact 6-9, inclusive, when there was no 
evidentiary material accepted in evidence from the Plain¬ 
tiff, and none even offered by the Defendant, upon which 
said findings could be based. 

Point 6. Each of the prior tribunals failed to apply 
the principle that where a statutory grant is expressed 
in general terms, limiting provisos or exceptions should 
be strictly construed in favor of those persons whom the 
general statutorv grant was intended to benefit. 

» Cr» 
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SUMMARY OF ARGUMENT. 


Proposition No. 1. 

Tiie “basic purposes” of the Trade Mark Act of 1946 
were to protect the public, to enable it to obtain the 
product it desires, and to protect the trade mark owner 
against pirates and cheats; also, “to dispense with mere 
technical prohibitions and arbitrary provisions.” 

Proposition No. 2. 

The sole purpose of the prohibition in Section 2 (e) (3) 
of the 1946 Act against registration of marks which are 
“primarily merely a surname” was to protect all persons 
having a given family name in the right to use their name 
legitimately, i.e., so that it would not produce confusion, 
and to permit the registration of names whose primary 
significance is not merely that of a surname , and this 
meaning was clearly explained to the legislators by the 
drafters of the section. 

Proposition No. 3. 

A family name prefixed by two initials, all in type of 
equal size and prominence, cannot properly be considered 
“primarily merely a surname,” when the trade mark pro¬ 
prietor invariably presents the entire mark (family name 
and initials) in type of equal size and prominence in its 
own advertising and in its labels and when the entire 
name is invariably employed in customer communications 
and in trade paper references to the goods, and when 
names of the same type are commonly used to identify 
telephone subscribers. 
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Proposition No. 4. 

A family name prefixed by two initials, when it is the 
name of a living individual who consents to its use and 
registration, referring to it as “my name,” cannot prop¬ 
erly be considered “primarily merely a surname.” 

Proposition No. 5. 

A composite trade mark should not be dissected into 
its elements in order to form a basis for refusing regis¬ 
tration, but must be considered as a whole; when so con¬ 
sidered, ,J C HIGGINS is not primarily merely a sur¬ 
name. 


Proposition No. 6. 

The addition to initials, which alone are considered 
registrable by the Patent Office without recourse to Sec¬ 
tion 2 (f), of a surname in type of the same size and 
prominence, does not result in an unregistrable mark. 

Proposition No. 7. 

Refusal to register the mark J C HIGGINS cannot be 
justified as protection of the public when a leading in¬ 
dustry operating under the trade name HIGGINS, INC., 
and registrant of the trade mark “HIGGINS” for the 
same class of goods, sees “no conflict” and consents to 
Appellant’s registration. (Joint App. 39) 

Proposition No. 8. 

The Patent Office has no right to require a trade mark 
applicant to accept a registration under Section 2 (f) 
of the 194fi> Act, which provides for registration of an 
otherwise unregistrable mark upon proof that it has ac¬ 
quired “distinctiveness,” when the mark is eligible for 
registration without recourse to that section. Until Sec- 
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tion 2 (f) of the new law is thoroughly adjudicated, the 
legal profession regard it as affording protection of only 
secondary value. 

Proposition No. 9. 

A trial court in an equity suit under K. S. 4915 to 
direct the grant of a trade mark registration, after the 
Patent Office has ruled that a certain portion thereof is 
“the only significant part,” should not exclude as “im¬ 
material” substantially all of the Plaintiff’s proofs of¬ 
fered to establish that the mark is presented by the 
Plaintiff to the trade and is employed by the trade itself 
in a manner clearly disproving that construction, i.e. f 
evidence on the point which the Patent Office had made 
the very crux of the case. 

Proposition No. 10. 

In case of doubt as to the correct interpretation of the 
1946 Act, such doubt should be resolved in favor of the 
applicant for registration, because, in the event of an 
improvident decision in the applicant’s favor, all per¬ 
sons are fully protected under the 1946 Act by their right 
to oppose the grant of the registration or, if by inadver¬ 
tence no opposition is filed, they may file a petition to 
cancel the registration. 

Proposition No. 11. 

Findings of a trial court should be reversed or modi¬ 
fied where clear error appears. 

Proposition No. 12. 

Where a statutory grant is expressed in general terms, 
any exception or proviso requires the strictest interpre¬ 
tation, and any doubt should be resolved in favor of one 
who qualifies under the general grant. 
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ARGUMENT. 


Proposition No. 1. 

The “basic purposes” of the Trade Mark Act of 1946 were 
to protect the public, to enable it to obtain the product 
it desires, and to protect the trade mark owner against 
pirates and cheats; also, “to dispense with mere tech¬ 
nical prohibitions and arbitrary provisions.” 

The basic intent of the new Trade Mark Law of 1946 
was expressed in identical language in Committee Re¬ 
ports of the House of Representatives and the Senate 
(H.R. Report No. 603 to accompany TI.R. 82, 78th Con¬ 
gress, 1st Session, and Senate Report No. 1303, Calendar 
No. 1302, to accompany II.R. 82, 78th Congress, 2d Ses¬ 
sion) under the heading “Basic Purposes of Trade-Mark 
Legislation,” both reports stating: 

“Tbe purpose underlying any trade-mark statute is 
twofold. One is to protect tbe public so it may be 
confident that, in purchasing a product bearing a par¬ 
ticular trade-mark which it favorably knows, it will 
get the product which it asks for and wants to get. 
Secondly, where the owner of a trade-mark has spent 
energy, time, and money in presenting to the public 
the product, he is protected in his investment from 
its misappropriation by pirates and cheats. * * * 
Your committee believes the proposed bill accom¬ 
plishes these two broad basic principles.” 

The same Committee Reports also contain the following 
language regarding objectives of the legislation under 
the caption “Trade-Marks Defeat Monopoly by Stimu¬ 
lating Competition”: 

“This bill * * * has as its object the protection 
of trade-marks, securing to the owner the goodwill 
of his business and protecting the public against 
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spurious and falsely marked goods. * * * This can 
he done without any misgivings and without the fear 
of fostering hateful monopolies, for no monopoly is 
involved in trade-mark protection,” 

citing Trade-mark Cases, 100 1\S. S2; Prcstonettes v. 
Coty. 204 U.X. dot): United Drug Co. v. Rectanus , 2S4 
r.S. 90. and others. 

We further find in the same Committee "Reports under 
the heading “The Statutes” the following statement of 
objectives for the proposed legislation which became the 
1940 Law: 

“The purpose of this bill is to place all matters re¬ 
lating to trade-marks in one statute and to eliminate 
judicial obscurity, to simplify registration and to 
make it stronger and more liberal, to dispense with 
mere technical prohibitions and arbitrary provisions. 
* * * This bill effects this necessary codification and 
coordination.” (Emphasis added.) 

The attitude of the lower tribunals in this case, in ap¬ 
plying a strained interpretation of the Act, cannot be 
reconciled with these clearly expressed objectives of the 
Legislature. 

The Committee Reports express the legislators’ objec¬ 
tives in somewhat more specific language under the head¬ 
ing, ‘‘Purposes of the Present Bill,” as follows, inter 
alia: 

“M. To modernize the trade-mark statutes so that 
they will conform to legitimate present-day business 
practice. 

”4. To remedy constructions of the present acts 
which have in several instances obscured and per¬ 
verted their original purpose. These constructions 
have become so ingrained that the only way to change 
them is by legislation. 

“5. Generally to simplify trade-mark practice, to 
secure trade-mark owners in the goodwill which they 



13 — 


have built up, and to protect the public from imposi¬ 
tion by the use of counterfeit and imitated marks and 
false trade descriptions.” 

Section 2(e)(3) is thought to have been in mind in con¬ 
nection with the above, and especially item 4. 

Following this itemized statement of objectives, the 
Committee Report states: 

“* * # a sound public policy requires that trade¬ 
marks should receive nationally the greatest protec¬ 
tion that can be given them.” 

Proposition No. 2. 

The sole purpose of the prohibition in Section 2(e)(3) of 
the 1946 Act against registration of marks which are 
‘‘primarily merely a surname” was to protect all per¬ 
sons having a given family name in the right to use 
their name legitimately, i.e., so that it would not pro¬ 
duce confusion, and to permit the registration of names 
whose primary significance is not merely that of a sur¬ 
name, and this meaning was clearly explained to the 
legislators by the drafters of the section. 

in the light of the above discussion of objectives, we 
may now compare the language of Sec. 2(e)(3) of the 1946 
Act with the corresponding section of the 1905 Act which 
it supplanted. 

As set forth above (p. 2), Section 2(e)(3) of the 1946 
Act in substance prohibits registration of a trade mark 
which ‘‘(3) is primarily merely a surname.” 

In the 1905 Act we find the following language: 

“Sec. 5. U.S.O. Title 15, Sec. 85 • * • Provided . 
that no mark which consists merely in the name of an 
individual * * * not written, printed, impressed, or 
woven in some particular or distinctive manner, or 
in association with a portrait of the individual * • • 
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shall be registered under the terms of this Act.” (Em¬ 
phasis added.) 

In applying the 1905 Act the Patent Office practice was 
to refuse registration of all personal names, i.e., full 
names as well as surnames, unless coming within one of 
the exceptions of Section f). 

Although it would appear obvious that in the enactment 
of Section 2(e)(3) of the 194(5 Act the Congress intended, 
in using different language, to enact something different 
from the name proviso of the 1905 Act, and more especially 
to liberalize said restriction, in view of the statement of 
objectives found in the legislative history, nevertheless, 
tin* Patent Office proceeded for several years after the ef¬ 
fective* date of the 194(5 Act to interpret Sec. 2(e)(3) as 
if it had preciseIp the same significance as the 1905 pro¬ 
viso, refusing to register complete names as well as sur¬ 
names. 

This state of affairs continued until the question was 
presented on appeal to the Commissioner of Patents in 
Ex parte Dallionx. S3 P. S. P. Q. 2(52. The applicant there 
sought to register as a trade mark the name ANDRE 
DALLFOUX and the Examiner finally refused registra¬ 
tion on the ground that it was “primarily merely a sur¬ 
name” within tin* prohibition of Section 2(e)(3). 

In reversing the Examiner, Assistant Commissioner Dan¬ 
iels pointed out the inconsistency of that official’s position, 
stating (p. 202): 

“To state * * * that tin* entire mark presented, 
‘Andre Dallionx,' is ‘merely a surname’ is a contra¬ 
diction, since it comprises the entire name of an in¬ 
dividual.'’ (Not strictly correct, for Applicant Dallioux 
had a middle name.) 

The Commissioner defined the scope of the 1905 Act 
prohibition, referring to the decision of the Court of Cns- 


—15 — 


toms and Patent Appeals in The American Tobacco Co. v. 
Wix, 62 F. 2d 835; 16 U. S. P. Q. 181, 182, which held that 
that Act prohibited registration of surnames as well as 
complete personal names, and in comparing the two laws 
(p. 263) stated, with reference to AXDRE DALLIOUX: 

“To refuse registration of the mark as shown in 
the drawing would be in effect to continue the rule of 
the Act of 1905, even though the prohibition against 
registration of a mark consisting of the name of an 
individual (which included surnames but was not 
restricted thereto), no longer remains in the law." 

In a further, and we think logical, attempt to interpret 
the 1946 section, Commissioner Daniels went on (p. 263): 

“The foregoing comments would, of course, not 
apply in the event the surname was unduly emphasized 
or otherwise constituted the only significant part of 
the mark, thereby amounting to *a mere device or 
contrivance to evade the law and secure the registra¬ 
tion of non registrable words * * ** Beckwith v. Com¬ 
missioner of Patents , 252 U. S. 538, 1920 C. D. 471/’ 

Following the Dallioux decision, the trade mark exam¬ 
iners accepted the Commissioner's mandate to the extent 
of allowing trade marks which met the precise pattern of 
AXDRE DALLIOUX; in other words, they have regis¬ 
tered those trade marks which consist of a surname pre¬ 
ceded by a complete given or Christian name but have 
stubbornly refused to deviate from this pattern, seizing as 
authority for refusing all other names Mr. Daniels’ dictum 
as to cases where “the surname was unduly emphasized or 
otherwise constituted the only significant part of the mark." 

Thus, we find the following statement of the Examiner 
in the file history of the instant case (Joint App. 47-48): 

“It is the opinion of the Examiner that the sur¬ 
name Higgins is such a predominant portion of ap- 
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plieant's mark tliat it comprises ‘the only significant 
]>art of tlie mark,’ ” 

his quotation obviously being from the Dallioux decision. 

Thus, the Examiner is grasping upon a dictum of Mr. 
Daniels and distorting his meaning which is clearly ex¬ 
pressed in the final portion of the same sentence, viz.: 

4 ‘ thereby amounting to ‘a mere device or contri¬ 
vance to evade tin* law and secure the registration 
of nonregistruble words,' 

citing the Supreme Court’s Beckwith decision. The most 
casual inspection of Appellant's mark, as shown in the 
application drawing or labels, shows the utter inapplica¬ 
bility of Mr. Daniels' exception as to where “the surname 
was unduly emphasized, * amounting to ‘a mere device 
or contrivance to evade the law # * ’’ 

Inasmuch as Commissioner Daniels made reference to 
tlie Beckwith decision in connection with the language 
seized upon by the Patent Office, the Court will be inter¬ 
ested in knowing something about that case. Strangely 
enough, we find that, while the Beckwith case was an ap¬ 
peal from the Patent Office in an ex-parte trade mark 
matter, it had nothin'/ to do with registration of personal 
names. The only question for decision was whether cer¬ 
tain descriptive matter which was non-registrable under 
the 190;") Act should be deleted from the trade mark draw¬ 
ing or merely disclaimed apart from tlie mark, and the 
Supreme Court laid down what became the established 
disclaimer practice. 

1 fence, we have the interesting situation of Mr. Daniels 
quoting language which, incidentally, we are unable to find 
on a careful reading of the case, purporting to come from 
a Supreme Court decision which had nothing whatever to 
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do with personal names, and of this language being seized 
upon by the Patent Office as a supposed basis for a strained 
interpretation of the name section of the law. 


Philosophy of the Beckwith case is applicable. 

We do lind, nevertheless, that Mr. Justice Clark in the 
Beckwith case expressed a number of principles, in an 
effort to guide the Patent Office’s attitude on trade mark 
applications, which are directly in point in the instant case, 
and it would be profitable to quote some of those prin¬ 
ciples: 


“The Registration Act of 1905 * * * without chang¬ 
ing the substantive law of trademarks, provided, in 
the manner prescribed, for the registration of marks 
(subject to special exceptions) which, without the stat¬ 
ute, would be entitled to legal and equitable protec¬ 
tion * * *” (04 L. ed. 707) 


“* * * the requirement of the statute that no trade 
mark shall he refused registration, except in desig¬ 
nated cases, is just as imperative as the prohibition 
of the proviso against registration in cases specified.” 
(p. 708) 


The last quoted rule was considered so important by 
Mr. Justice Clark that he repeated it in almost identical 
language in the next column on p. 708. 


Substantially the same statutory language, “No trade 
mark w * * shall be refused registration * * * unless,’" etc., 
is repeated in Sec. 2 of the 1946 Act. 

The Supreme Court continued: 

“Of course, refusal to register a mark does not pre¬ 
vent a former user from continuing its use, but it de¬ 
prives him of the benefits of the statute, and this 
should not he done if it can hr avoided by fair, even 
liberal, construction of the act, designed, as it is, to 
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promote the domestic and foreign trade of our coun¬ 
try.” (p. 70S, emphasis added.) 

The above was the mandate of the Supreme Court to 
the Patent Office as to interpretation of the 1905 Act, and 
we have seen that it was the purpose of the Congress to 
liberalize that law in enacting the 1940 Act. 

The attitude shown by the lower tribunals in the case at 
bar can hardly be said to be in harmony with the spirit 
of the Supreme Court or of the Congress, as set forth 
above. 

The legislative history shows beyond question that the 
intended meaning of Section 2(e)(3) was to exclude only 
names whose primary meaning was “merely a surname.” 

Reference is made to the Government publication, 
“Hearings before the Committee on Patents, Subcommit¬ 
tee on Trade-Marks, House of Representatives, Seventy- 
Sixth Congress, First Session, on 1T.R. 4744, March *28, 
29, 30, 1939.” (Government Printing Office, 1939, Doc. 
140156). Copy is attached as appendix 3a hereto. 

It is interesting to note the historical development of 
the section which ultimately was enacted as Section 2(e) 
(3). Thus, on page 18 of the above noted publication, we 
find the Committee considering the following section. 

“Sec. 2. NY> mark by which the goods of the appli¬ 
cant may be distinguished from the goods of others 
shall be refused registration as a trade-mark on ac¬ 
count of its nature unless it * * * (e) # * * is merely the 
name of an individual and ban no other meaning.” 
(Emphasis added.) 

Please note—here is the historical antecedent for the 
word “primarily” as it ultimately emerged in the Act. 
We also note (same page) that consideration was given 
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to revising the section to specify “full name of an indi¬ 
vidual.” 

We see this Section crystallizing on page 19 of the 
same Report in the following discussion of Mr. Edward 
S. Rogers, wherein he combines his thoughts as to both 
personal and geographic names. (Mr. Rogers, then con¬ 
sidered dean of the legal profession in trade mark law, 
was largely responsible for drafting the new Act.) 

‘‘1 would like to make a suggestion, and that is 
that it seems to me the language in subsection (e) is 
not altogether happy. There is a practical difficulty 
that is encountered in the Patent Office, and one which 
has been encountered in every Patent Office in the 
world, as far as 1 know, as to what is a geographical 
name. The present statute prevents the registration 
of geographical names as trade-marks. Some people 
take the position that any name is found somewhere 
in the Postal Guide, and hence is not a registerable 
name. For instance, Pink, Red, Fish, Green, Green¬ 
field, Lily Pons, and so forth, are all found in the 
Postal Guide. They are the names of individuals or 
persons and shall not be registered. There is some¬ 
where on the earth’s surface some person who has 
any name that you can possibly think of. The result 
of that is that if literally interpreted that provision 
in the present act prohibits the registration of nearly 
anv word that anvbodv can think of. I would suggest 
that subsection (e) be amended to read this way, and 
1 think it carries out the same idea and, perhaps, 
makes it a little clearer: * * * 

“(3) is merely and primarily the name of a 
particular person other than the applicant.” 

“That is to get away from this idea of a surname. 
Any name can be a surname, such as Cotton, King, 
Jack, Knife, Ink, and the like, but it is not the name 
of any particular person.” 

In the session of Wednesday, March 29, 1939 (Ibid., p. 
39), we find that the language of Section 2(e)(3) has 


evolved to “(3) Is primarily a surname,” which is the 
final lan.ullage of the Act except that it lacks the word 
merely. 

On page 40, in the course of discussing this Section, Mr. 
Rogers states: 

i “The difficulty about that is that almost every word 
you can think of is somebody’s surname, somewhere, 
and there has been a practice in the office of the Com¬ 
missioner of Patents, which was bom a number of 
years ago, that any mark for which registration was 
applied, which was borne by some person, somewhere 
as a name such as Cotton, King, or whatnot, they 
would refuse registration on the ground that they were 
merely the names of individuals. It is perfectly all 
right to refuse registration where the name is a name 
of a particular individual, but where it falls into the 
general category that there might be a surname some¬ 
where of that kind, that somebody somewhere may bear 
that name, it merely limits the field of choice.” 

After some colloquy between Mr. Rogers, Mr. Penning 
and Mr. Frazer, Assistant Commissioners of Patents, the 
discussion narrowed down as follows: (Ibid., p. 41) 

“Mr. Rogers. Well, if it will meet the objection, and 
whatever you do, you are going to meet something un¬ 
favorable, would this meet the situation: ‘Is merely 
and primarily a surname’? 

* * * 

“Mr. Frazer: Then 1 would suggest that you leave 
out the word ‘merely.’ 

“Mr. Rogers. Well, .Johnson is primarily a sur¬ 
name, and Cotton is not. 

“Mr. Frazer: Yes; hut when you say ‘merely’ a 
surname, you would prohibit the registration of such 
names as Cotton and King, as you suggested, Mr. 
Rogers. 

“Mr. Rogers. Suppose we make it read: ‘Is pri¬ 
marily a surname’? 


“Mr. Frazer. Yes; 1 think insofar as the Patent 
Office is concerned that that would simplify the ad¬ 
ministration of it. 

The above colloquy of the men who drafted the Section 
in question makes the meaning crystal clear, and it is the 
natural meaning apparent from the language of the law 
without requiring the slightest “interpretation”. The 
Congress wished to broaden the proviso of Section 5 of 
the 1905 Act, which excluded from registration all per¬ 
sonal names, both surnames and full personal names, un¬ 
less printed or woven in a peculiar manner or in asso¬ 
ciation with a portrait, to permit registration of at/ }>er- 
sonal names except words irhose primary significance was 
merely a surname, such as Johnson. This meaning is 
clearly apparent from the remarks in connection with in¬ 
sertion of the word “primarily”. 

Commissioner Daniels perceived all this when he ren¬ 
dered his decision in Ex parte Dallioux , adding as a logi¬ 
cal corollary merely that the mark should not undulv cm- 
* * * 

phasize the surname so as to amount to a “mere device or 
contrivance to evade the law.” 

There has been no doubt as to the intended meaning of 
this Section on the part of such leading members of the 
profession^ as Ooms, Derenberg and Daphne Robert. See 
Appendices hereto 10a-13a. 

Proposition No. 3. 

A family name prefixed by two initials, all in type of equal 
size and prominence, cannot properly be considered “pri¬ 
marily merely a surname,” when the trade mark pro¬ 
prietor invariably presents the entire mark (family name 
and initials) in type of equal size and prominence in its 
own advertising and in its labels and when the entire 
name is invariably employed in customer communica¬ 
tions and in trade paper references to the goods, and 
when names of the same type are commonly used to 
identify telephone subscribers. 

Having seen that the purpose of Section 2(e)(3) is to 
exclude from registration only marks whose primary sig 



nilicance is merely that of a surname, let us examine the 
J C HIGGINS trade mark to determine whether or not it 
comes within the purview of the Section. 

The labels offered in evidence by Appellant show that 
Sears invariably presents the trade mark to the public 
on the aroods as the unitarv name J C HIGGINS, with the 
initials printed in letters of the same size and character 
as the surname, so that there is no emphasis whatever on 
tlu' family name “HIGGINS.” 

The representative collection of advertising matter of¬ 
fered in evidence, comprising Appellant s catalogs over 
the years as well as its newspaper advertising, show the 
same type of presentation. 

Furthermore, the public itself recognizes as Plaintiff’s 
trade mark, not the surname HIGGINS alone, which the 
Patent Office blithely assumes with no proof whatever to 
be “the only significant part of the marks” but the entire 
trade mark .T C HIGGINS, exactly as it has been presented 
to the public by the trade mark proprietor. This fact is 
conclusively established by the representative collection 
of customer communications and trade journal articles, 
also offered in evidence by Appellant. 

The materiality of this evidence will be discussed here- 
below, p. 34 et seq. At this point we will merely consider the 
factual question of whether or not the name J C HIGGINS 
is sufficiently distinctive and identifying to avoid being 
“primarily merely a surname”, as these words were con¬ 
templated by Congress. 

It is submitted that a visual inspection of the aforemen¬ 
tioned material is sufficient to establish that the mark does 
not come within the purview of the Section or within the 
exception contemplated by Mr. Daniels in Ex parte Dal- 
lioux. 
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The pages offered in evidence from the Washington tele¬ 
phone book (Joint App. 2S) confirm that an individual may 
be sufficiently identified by mere initials to avoid confu¬ 
sion with another subscriber having the same familv name. 
A glance at this page, selected at random from the Wash¬ 
ington telephone directory, or any page of any other direc¬ 
tory, adequately establishes that subscribers in many in¬ 
stances consider themselves sufficiently identified by merely 
their initials. 

If the Patent Office position were correct, that the sur¬ 
name is the “only significant part,” no one would risk 
listing his name merelv with initials to distinguish him 

v* » C7* 

from other members of a large clan, such as Douglas 
(Joint App. 15). 


Proposition No. 4. 

A family name prefixed by two initials, when it is the name 
of a living individual who consents to its use and regis¬ 
tration, referring to it as “my name,” cannot properly 
be considered “primarily merely a surname.” 

The stipulation of evidence (Plaintiff's Exhibit 2, Joint 
App. 23) and the letter forming a part of Appellant’s ap¬ 
plication (Joint App. 36) show that at the time the appli¬ 
cation was filed John Higgins, then living, referred to 
the trade mark J C HIGGINS as “my name,” stating 
under oath “* * * my name was adopted, with my per¬ 
mission.” 

Despite this showing, the Patent Office has arbitrarily 
taken the view that the name “J C HIGGINS” is noth¬ 
ing but a surname. 

The trade mark clearly comes within the provision of 
Section 2 (c) of the 1946 Act, which provides: 

“Sec. 2. No trade-mark by which the goods of the 
applicant may be distinguished from the goods of 
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others shall he refused registration on the principal 
register on account of its nature unless it * * # 
(e) Consists of or comprises a name * * * identi¬ 
fying a particular living individual except by his 
written consent. * * *” 

The Patent Office seemingly assumes if the individual 
does not have a name fitting the ANDRE DALLIOUX 
pattern, it cannot be a personal name at all and then is 
merely a surname. 

Such a view is inconsistent with the facts of life. 

It is pointed out by Elsdon C. Smith, a member of 
the Chicago Bar, in “The Story Of Our Names'’ (Harper 
& Bros., 19")0), that many people pass through life with 
strange and unusual names and it is not uncommon for 
one to be christened with mere initials in lieu of names. 
Thus, as stated by Smith, page 13: 

“Some parents have given their children middle 
initials with the idea that they would fill them out 
when they wanted to. Other parents hare ftiren only 
initials for Christian names, and they have been used 
for that purpose throughout the lifetimes of their 
progeny. * * * 

“In England there is a tendency to call men by the 
initials of their forenames plus the surname, as H. G. 
Wells and A. A. Milne. This custom is also found over 
here, particularly among business associates.” (Em¬ 
phasis added.) 

Thus, we see that it is not at all unusual for individuals 
to he completely identified by initials alone throughout 
their lifetime, and many of the individuals listed in the 
telephone directory with mere initials may have no other 
names. 


Therefore, the view of the Patent Office that J C HIG¬ 
GINS is “merely a surname” is inconsistent not only 


with the facts of this particular case but with common 
practice in the identification of individuals. 

It is of no moment for the defendant here to argue 
that J C HIGGINS is unregistrable because it is not 
John Higgins’ “full name.” We have seen from the his¬ 
tory of Sec. 2(e)(3), outlined above pp. 18-21 (Hearings, 
p. 18), that the drafters of the Section at one time consid¬ 
ered using the expression “full name,” but this terminology 
was not included in the Section as enacted. Hence, there is 
7W statutory basis for excluding a name of the character of 
J C HIGGINS from registration on the ground that it is 
not a full name. Besides, ANDRE DALLlOl X was only 
part of the Applicant’s name, Andre Julien Dallioux, and 
this was found registrable. 

It is sufficient for our purposes that John Higgins ac¬ 
knowledged under oath that he permitted plaintiff to 
adopt “my name” in the form J C HIGGINS. 

Proposition No. 5. 

A composite trade mark should not be dissected into its 
elements in order to form a basis for refusing registra¬ 
tion, but must be considered as a whole; when so con¬ 
sidered, J C HIGGINS is not primarily merely a sur¬ 
name. 

The above rule is so fundamental that citation of au¬ 
thorities is probably superfluous. In Beckwith v. Com¬ 
missioner of Patents, 252 U. S. 53S, 546, 64 L. ed. 705, 708, 
the Supreme Court said, 

“The Commercial impression of a trade-mark is 
derived from it as a whole, not from its elements 
separated and considered in detail. For this reason 
it should be considered in its entirety (Johnson v. 
Brandan, 32 App. D. C. 34S), and to strike out any 
considerable part of it, certainly any conspicuous 
part of it, would be to greatly affect its value.” 


I Tore the Supreme Court was considering an ex parte 
application to register a trade mark where the Patent 
Office had demanded deletion of a certain portion instead 
of disclaimer, as under the present practice. 

Despite this basic and long accepted rule, the prior 
tribunals here have not only dissected the trade mark 
but completely discarded an essential portion thereof in 
ruling that only a fraction thereof “comprises the only 
significant part of the mark.” 

Proposition No. 6. 

The addition to initials, which alone are considered regis¬ 
trable by the Patent Office without recourse to Section 
2(f), of a surname in type of the same size and prom¬ 
inence, does not result in an unregistrable mark. 

Appellant offered in evidence a representative group 
of registrations of initials alone, some of these registra¬ 
tions being under the 1940 Act without recourse to Sec¬ 
tion 2(f). (.Joint App. They, too, were excluded. 

It can not be said that these registrations represent 
errors on the part of the Patent Office because the law 
is well -established that initials may constitute good tech¬ 
nical trade marks. A 1ms. Fourth Edition, Sec. 209, pp. 
59S, et seq. 

Yet the prior tribunals, by some strange circumlocution 
of reasoning, take the view that by adding to the initials 
J C, which would be registrable alone under the 1946 
Act without reference to Section 2(f), the family name 
HIGGINS, then the registrability of the initials is de¬ 
stroyed and the complete mark thus produced becomes 
unregistrable. How this result is obtained, like the ma¬ 
gician’s trick, is not apparent, and it has never been 
explained. 


Proposition No. 7. 

Refusal to register the mark J C HIGGINS cannot be justi¬ 
fied as protection of the public when a leading industry 
operating under the trade name HIGGINS, INC., and 
registrant of the trade mark “HIGGINS” for the same 
class of goods, sees “no conflict” and consents to Appel¬ 
lant’s registration (Joint App. 39). 

As seen from Appellant’s file history, a rejection was 
entered based on a registration to Higgins Industries, 
Inc. (Joint App. 35) of the name HIGGINS for the same 
class of goods as those for which Appellant sought regis¬ 
tration. This ground of rejection was dropped pur¬ 
suant to the filing of a letter (Joint App. 39) from Hig¬ 
gins, Inc., over the signature of its President, Andrew 
J. Higgins, consenting to Appellant’s registration of 
J C HIGGINS because they could “foresee no conflict be¬ 
tween your trade-mark and that of our HIGGINS.” See 
App. 2a hereto. 

The only possible basis on which the Patent Office could 
justify its refusal to register Appellant’s mark would be 
the exercise of its function of protecting the public, in¬ 
cluding competitive industry, from the possibility of con¬ 
fusion. Yet, here we find that the only known source 
of possible confusion acquiesced in Appellant’s registra¬ 
tion because it could “foresee no conflict” between the 
two trade marks. This acquiescence constitutes a direct 
contradiction of the Patent Office view that HIGGINS 
is “the only significant part” of the mark, from an ele¬ 
ment of the public which should be most sensitive to any 
likelihood of confusion. 
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Proposition No. 8. 

The Patent Office has no right to require a trade mark 
applicant to accept a registration under Section 2(f) of 
the 1946 Act, which provides for registration of an other¬ 
wise unregistrable mark upon proof that it has acquired 
“distinctiveness,” when the mark is eligible for registra¬ 
tion without recourse to that section. Until Section 2(f) 
of the new law is thoroughly adjudicated, the legal pro¬ 
fession regard it as affording protection of only secondary 
value. 

Appellant’s mark would be registered under Section 
2(f) of the 1946 Act upon the filing of proof that the 
mark has acquired “distinctiveness”, which in this case 
can readily be done under current Patent Office practice. 

But no reason is seen why Appellant should be re¬ 
quired to accept this “just as good” bill of goods offered 
by the Patent Office. In the view of Appellant’s counsel, 
a Section 2(f) registration is not “just as good” as a reg¬ 
istration without recourse to Section 2(f) for a number 
of reasons which need not be discussed at length here. 
Suffice it to say that, in view of the short time in which 
the 1946 Act has been in effect and the dearth of appel¬ 
late decisions under that law, the value of a Section 2(f) 
registration is still uncertain, and until such registrations 
have been adjudicated by the highest tribunals it is the 
general feeling in the profession that such registrations 
may be of secondary value. See The Condo Nast Publica¬ 
tions, I nr. v. Vogue School, 94 U. S. P. Q. 101, 105. 



Proposition No. 9. 

A trial court in an equity suit under R.S. 4915 to direct 
the grant of a trade mark registration, after the Patent 
Office has ruled that a certain portion thereof is “the 
only significant part,” should not exclude as “imma¬ 
terial” substantially all of the Plaintiff’s proofs offered 
to establish that the mark is presented by the Plaintiff 
to the trade and is employed by the trade itself in a man¬ 
ner clearly disproving that construction, i.e. evidence on 
the point which the Patent Office had made the very 
crux of the case. 

In the final action of the Examiner dated February 1, 
1950 (.Joint App. 47), said official presented the question 
which was the major point for determination by the Trial 
Court, in the following language: 

“A full personal name should not be refused regis¬ 
tration on the Principal Register under the 1946 Act. 
Applying this ruling, set forth and very clearly de¬ 
limited as to scope in the Dallioux decision, to the 
present application, the question is presented: Is 
the designation “.I C HIGGINS” the ‘entire name of 
an individual’ or is it ‘a mere device or contrivance 
to evade the law and secure the registration of non- 
registrable words’?” 

In this the Examiner was raising a straw man to knock¬ 
down, for we have seen that there is no statutory basis for 
his “full name” requirement. See supra, pp. 1S-21, 25; 
Hearings, p. IS (Appendix 4a hereto). 

The Examiner stated as his conclusion that the surname 
HIGGINS “comprises ‘the only significant part of the 
mark’ ”. 

Appellant chose to proceed under Section 4915 R.S. in 
preference to appealing to the Court of Customs and 
Patent Appeals for the reason that Section 4915 offered 



Appellant an opportunity for a trial do novo, as Appellant 
wished to present to the Court evidence hearing on the 
question of fact which the Examiner had deemed the very 
crux of the case. 

Appellant believed such evidence would controvert the 
Examiner's conclusion. 

This evidence, of which Appellant made profert in ac¬ 
cordance with Rule 43(c) K.E.C.P., consisted of a col¬ 
lection of labels showing the manner in which Appellant, 
used the trade mark on its goods in commerce: a represen¬ 
tative collection of Appellant’s catalog and newspaper 
advertising likewise showing how it presented the trade 
mark to the public: a collection consisting of all com¬ 
munications over a certain period which made reference 
by name to .7 C HIGGINS merchandise rather than catalog 
number (Joint App. 17-20); also, trade journal references 
to Appellant’s J C HIGGINS merchandise which were 
produced outside Appellant’s control as well as certain 
trade journal advertising sponsored by Appellant. 

In addition to the above, Appellant also offered in evi¬ 
dence a sampling of trade mark registrations of initials 
alone and a page from the Washington, D.C., telephone 
book to show the common practice of individuals being 
identified merelv bv initials. 

All of this material was excluded as ‘immaterial” over 
Plaintiffs’ exception. (Joint App. 27.) 

It has been stated by the authorities that a word has 
not acquired trade mark significance unless and until it 
acquires through use a secondary or trade mark meaning, 
for the association, not the first use, is the basis of trade 
mark rights. Hanover Star Milling Co. v. Allen & Wheeler, 
20S Fed. 513; affirmed 240 U. S. 403, 60 L. ed. 713, 36 S. 
Ct. 357. 
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The Second Circuit Court of Appeals lias carried this 
philosophy to the point where it held trade mark rights 
to have been destroyed because the mark had lost any 
trade mark significance in the public mind as to origin 
of the goods. DuPont Cellophane Co. v. Waxed Products 
Co., 85 F. (2) 75, 30 U. S. P. Q. 332 (CCA 2, 1936). 

In view of this principle of law, it is submitted that the 
evidence offered by Appellant is highly material to the 
question which the Patent Office had made the very crux 
of the controversy. 

Rule 43(a), F.R.C.P., reads as follows: 

“Kvidknck. Fo::m an:> A:\Missimi.rrv. In all 'rials 
the testimony of witnesses shall be taken orally in 
open court, unless otherwise provided by these rules. 
All evidence shall be admitted which is admissible 
under the statutes of the United States, or under the 
rules of evidence heretofore applied in the courts of 
the United States on the hearing of suits in equity, or 
under the rules of evidence applied in the courts of 
general jurisdiction of the state in which the United 
States court is held. In any case, the statute or rule 
which favors the reception of the evidence governs 
and the evidence shall be presented according to the 
most convenient method prescribed in any of the stat¬ 
utes or rules to which reference is herein made. The 
competency of a witness to testify shall be determined 
in like manner.(Kmphasis added.) 

This rule represents an attempt to clarify and liberal¬ 
ize the rules governing the admissibility of evidence in the 
Federal courts. (Note, 46 Col.L.R. 267, 1946; U.S. v. 
Aluminum Co. of Am., 1 FRS 43a, 3, Case 1 (SD, NY). 

Rule 43(a) is a rule of admission, not exclusion, and if 
the evidence is admissible under any of the tests set out in 
the rule, it may be admitted. Wright v. Wilson, 154 F(2) 
616 (CCA 3, 1946). 
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As stated in Pierkowskie v. N. Y. Life, 147 F(2) 928, 
933 (CCA 3, 1945): 

"‘The Federal Rules of Civil Procedure are to be 
construed liberally. Rule 43(a) is designed to favor 
‘the reception of the evidence': that is to say, all of 
the evidence which properly may be introduced in re¬ 
spect to the point in controversy.” (Emphasis 
added.) 


Where there is doubt as to admissibility of evidence, 
any doubt should be resolved in favor of admission, in the 
absence of a statutory restriction. Cyc. Fed. Proc Yol. 
S, ]). 351: Xeff v. Penn. R. Co., 11 F.R.S. 43a.23, Case 1 
(D.C. Pa., 194S); Mourikas v. Vardianos, 169 F. (2) 53 
(C.C.A. 4, 1948). 


Where evidence is in the record, the Appellate Court 
may consider it, if legitimate, even though excluded by 
the lower court. F. H. McGraic & Co., Inc. v. Milcor Steel 
Co.. 149 F. 2d 301 (C.C.A. 2, 1945). 


Proposition No. 10. 

In case of doubt as to the correct interpretation of the 
1946 Act, such doubt should be resolved in favor of the 
applicant for registration, because, in the event of an 
improvident decision in the applicant’s favor, all per¬ 
sons are fully protected under the 1946 Act by their 
right to oppose the grant of the registration or, if by 
inadvertence no opposition is filed, they may file a peti¬ 
tion to cancel the registration. 

The ultimate interests of both the applicant and the 
public are involved in the allowance or rejection of an 
application for registration of a mark under the Act of 
1946. A mistake in judgment resulting in a refusal to reg¬ 
ister always injures the applicant, and may also damage 
the public, because of the greater probability of fraud 
and deception. On the other hand, a mistake in judgment 
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due to resolving the doubt in favor of the applicant in¬ 
volves no substantial injury to the public, because Sec¬ 
tions 13 and 14 of the 194G Act provide for the filing of 
an opposition or a petition to cancel by any one claiming 
to be injured by a prospective or existing registration. 

In these respects the examination of trade marks in¬ 
volves considerations quite different from those in patent 
cases. In patent cases there are no provisions for opposi¬ 
tion or cancellation. Hence, an over liberal granting of 
patents might have serious effect upon the rights of the 
public, whereas in trade mark cases the public has ample 
protection against a too liberal Patent Office policy. Yet, 
even in patent applications doubts are resolved in favor 
of the applicant. 


Proposition No. 11. 

Findings of a trial court should be reversed or modified 
where clear error appears. 

It has been said that the findings of a trial court should 
not be disturbed in the absence of clear error (Graver v. 
]Ancle, 339 U.S. 605). The Supreme Court has with equal 
emphasis ruled conversely, i.e., that where clear error is 
found, even, with concurring opinions of two lower tribu¬ 
nals, such findings will be set aside ( A . & P. v. Super 
Market, S7 U.S.P.Q. 303; U . S. v. Gypsutm Co., 333 U. S. 
364, 92 L. ed. 746. 

In the instant case, with regard to “Findings of Fact” 
6—9, the Trial Court was clearly in error in arriving at 
these findings because he had already excluded substanti¬ 
ally all of Plaintiff-Appellant’s offered evidence, and none 
had been offered by Defendant. Hence, these “Findings 
of Fact” were mere conclusions of opinion on the part of 
the trial judge, unsupported by any verified evidence 
whatever. 
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Proposition No. 12. 


Where a statutory grant is expressed in general terms, any 
exception or proviso requires the strictest interpreta¬ 
tion, and any doubt should be resolved in favor of one 
who qualifies under the general grant. 


Section 2 of the 1946 Act says that: 

**Xo trade-mark by which the goods of the applicant 
may he distinguished from the goods of others shall 
he refused registration on the principal register on 
account of its nature, unless it * * * consists of a 
mark which * * * is primarily merely a surname 


* * # 9 J 


It is seen that this exception or proviso follows the 
general enactment to the effect that “no mark by which 
the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the prin¬ 
cipal register * * etc. The law is clear that under 
these circumstances, i.c., where a proviso seeks to except 
something from the general language of a remedial stat¬ 
ute, the proviso should he strictly construed and that the 
exceptions must he clearly established. See U. S. v. Dick¬ 
son, 40 XT. S. 141, 165 (Story, J .): 


“* * * we are led to the general rule of law which 
has always prevailed, and become consecrated almost 
as a maxim in the interpretation of statutes, that 
where the enacting clause is general in its language 
and objects, and a proviso is afterwards introduced, 
that proviso is construed strictly, and takes no case 
out of the enacting clause which does not fall fairly 
within its terms. In short, a proviso carves special 
exceptions only out of the enacting clause; and those 
who set up ana such exception, must establish it as 
heiruj within the wot''Is as well as within the reasons 
thereof.” (Emphasis added.) 


We know of no decision which has overruled U. S. v. Dick¬ 
son, 40 V. S. 141, supra. The same principle is affirmed 
in U. S. v. Morrow, 266 U. S. 531. 
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In tlie instant case, the Patent Office admits that Appel¬ 
lant’s goods “may be distinguished’’ by the mark J C 11IG- 
G1NS. As the Solicitor said at the trial, “It is not in issue 
here.” (Joint App. 16.) 


In Ryan v. Carter, 93 U. S. 78, the Supreme Court lays 
down the rule that, in construing a proviso, that construc¬ 
tion should be adopted which withdraws the least possible 
number of cases from the operation of the statute. 


Applying these familiar principles, it would seem that, 
unless beyond all reasonable doubt the mark of Appellant 
is shown to be “primarily merely a surname”, it is the 
duty of the Patent Office to register it. Should there be 
any lingering doubts, those doubts should be resolved in 
favor of appellant. See Ex parte K nil man, Salz & Co., 8 
T. M. Rep. 318; National Food Broker's Association, 17 
T. M. Rep. 409. 


Applying the law to the facts of the instant case, it 
clearly appears that the mark J 0 IIKjGIXS, invariably 
presented as a unit with the initials J C in type of the 
same character and prominence as the family name HIG¬ 
GINS, and so recognized by the public and the trade, as 
clearly shown in the evidence offered to the Trial Court, 
could not reasonably be construed as “primarily merely a 
surname” and thus coming within the exception or pro¬ 
viso of Section 2. 


We submit, therefore, that the Trial Court erred in its 
“Findings of Fact" Nos. 6 to 9, inclusive. 
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CONCLUSION. 

1. The Patent Office officials concede that Appellant’s 
mark J C HIGGINS is a proper trade mark, registrable 
under Section 2 (f), although Appellant has declined to 
accept such “just as good’’ protection. 


2. The meaning of Section 2(e)(3) is clear on its face 
as intending to exclude from registration only names 
whose primary significance is “merely a surname”; there 
was no intention of reenacting the prohibition of the 1905 
Act against registration of full personal names for, if 
such had been the intent. Congress would not have em¬ 
ployed different language. If there should be any ques¬ 
tion as to the Congressional intent, such intent is clear 
from the Transcript of Hearings appended hereto. Said 
Transcript may properly be considered by this court as 
an external aid to construction, if such is necessary. In re 
Martin. (561 O.G. 327, 328: 93 C.S.P.Q. 173, 174 (C.C.P.A., 
1952). 


“A strict reading of Section 2(e)(3) would indicate 
that Congress did not expressly exclude the name of an 
individual, provided the dominant characteristic of the 
marl; was not the surname .” Kimberly-Clark Corp. v. 
Marzall , 88 U.S.P.Q. 277, 2S0, Kirkland, J ., emphasis 
added. Considering J C HIGGINS as a whole, HIGGINS 
is not the dominant characteristic. 


3. The evidence offered by Plaintiff should have been 
accepted, and, if accepted, would have been found to con¬ 
trovert the point which the Patent Office had made the 
crucial point of the case, i.e., it would have shown that the 
surname HIGGINS was not the “only significant part” 
of the trade mark. 
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The District Court should, accordingly, he reversed and 
it should be directed to award to Plaintiff-Appellant the 
relief prayed for in the Complaint. 

Respectfully submitted, 


September 5, 197)2. 


C. Willard Hayes, 

American Security Bldg., 
Washington, D. C., 

Frank H. Marks, 

120 South La Salle Street, 
Chicago 3, Illinois, 
Attorneys for Plaintiff - 
Appellant. 
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APPENDICES TO APPELLANT’S BRIEF. 


App. No. 

(1) Trade-mark Registration No. 415,944 to Higgins 

Industries, Inc., withdrawn as basis for refusing 
Appellant’s registration after consent given. 2a 

(2) Report of Hearings before the Committee on 

Patents, Subcommittee on Trade-Marks, House 
of Representatives, 76th Congress, 1st Session, 
on ll.R. 4744, March 28, 29, 30, 1939, pp. 18-19, 
39-41 .3a-Sa 

(3) Dcrenberg, Threshold of the Lanham Trade Mark 

Act, 37 T.-M. Rep. 302 (May, 1947). 9a 

(4) Ooms, How the Lanham Act A ffects Trade-Marks, 

37 T.-M. Rep. 383-384 .lOa-lla 

(5) Daphne Robert, Tha New Trade-Mark Manual, 

p. 61. 12a 

(6) Dictionary definition of surname, and the per¬ 
tinent sections of the 1905 Act and 1946 Act. 13a 
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UNITED STATES PATENT OFFICE 

Higgins Industries, Inc., New Orleans, La. 

Act of February 20, 1905 


Application February 6, 1945, Serial No. 479,478 


J / 

STATEMENT 


he Commissioner of Patents: 

[ggms Industries, Inc., a corporation duly or- 
zed and existing under the laws of the State 
ouisiana. located and doing business at City 
: Avenue, in the city of New Orleans, Parish 
►rleans. and State of Louisiana, has adopted 
used the trade-mark shown in the accom- 
idng drawing, for POWER GUN TURRETS. 
[N MACHINE GUN TURRETS. TORPEDO 
5ES, AND HIGITE, AN EXPLOSIVE, in Class 
xplosives, firearms, equipments, and projec- 
, and presents herewith five specimens show- 
the trade-mark as actually used by applicant 
i the goods, and requests that the same be 
>tered in the United States Patent Office in 
irdance with the act of February 20, 1905, as 
nded. The trade-mark has been continuous- 
sed and applied to said goods in applicant’s 
ness as to the word “Higgins” since June 1, 
:. The facsimile signature was first used Jan- 
t 20, 1943. The trade-mark is applied or af¬ 


fixed to the goods, or to the packages containing 
the same, by means of a label or wrapper bearing 
the mark, or by printing or impressing the mark 
thereon, and in divers other ways. The mark is a 
facsimile signature of A. J. Higgins, President of 
applicant corporation. , J 

The undersigned hereby appoints the firm of 
Mason, Fenwick & Lawrence, of 726 Woodward 
Bldg., 15th and H Streets N. W„ Washington 5, 
D. C. (Edward G. Fenwick and Charles R. Fen-, 
wick constituting said firm), registered attorneys. 
No. 393, its attorneys, with full power of substi¬ 
tution and revocation, to prosecute this applica¬ 
tion, to make alterations and amendments there-* 
in, to sign its name to the drawing, and to trans¬ 
act all business in the United States Patent Offloc 
connected therewith. 

HIGGINS INDUSTRIES, INC., " 
By A. J. HIGGINS. 

President. 
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IS THAI »K-M AUKS 

Mr. Lanham. There arc no further suggestions, I take it, with 
re fere nee to seetion 1. Lf not, we will fake up section 2. [Reading:] 

Marks Registrable on the Principal Register. 

Skc. 2. N<> mark by which the goods of the applicant may be distinguished 
from the goods of others shall be refused registration as a trade-mark on account 
of its nature unless it— 

ta> Consists of or comprises immoral, deceptive, or scandalous matter; or 
matter which tends to disparage persons, living or dead, institutions, beliefs, or 
national symbols, or to bring them into contempt: 

(b) Consi ts of or comprises the tlag or coat of arms or other insignia of the 
1 nited States, or of any State or municipality, or of any foreign nation, or any 
simulation thereof: 

(cl Consist' of or comprises the name, portrait, or signature of a living indi¬ 
vidual unless by his written consent: 

(d> Con.-ists of or comprises a mark which so resembles a trade-mark previously 
reipst. rod by another under tin act of February 20. 1005, as amended, or upon the 
Principal Register provided In tins act, as t<> be likely, when applied to the goods 
of the applicant, to cause confusion or mistake or to deceive purchasers: 

(e> Con-ists of a mark which, when applied to the goods of the applicant, has 
merely a descriptive or geographical, and no other, meaning, except as such marks 
may be registrable under section 4. or i> merely the name of au individual and 
has no other meaning: 

(fl K\cCpt as expressly excluded in paragraphs (a). (I>), (c), and (d)' of this 
section, nothing herein shall prevent the registration of any mark used bv the 
applicant a< a trade-mark which lias become distinctive of the applicant's goods 
in commerce. 

Mr. Thomson*. Tn subsection (e) before tlie word “name” insert 
the word “full.” Subsection (c) refers to the name of a living indi¬ 
vidual. Subsection (o') refers to the name of an individual. 1 think 
under subsection (c) where I refer to the full* name that the Patent 
Office will not refuse to register “Thomson for Slices” because they 
have not_ secured my consent. The sumo language is used showing 
the name of an individual in subsection (e), and there should be some 
distinction made. 

Mr. Lanham. What suggestion would you make with reference to 
its modification? 

Mr. Thomson*. I suggest the insertion of the word “full” before the 
word “name,” making it read'“full name.” 

Mr. Lanham. What is your reaction to that, Mr. Rogers? • 

Mr. Rogers. I do not see any objection to that at all, Mr. Chair¬ 
man. 

Mr. Lanham. You have no objection to that? 

Mr. Rogers. Personally I think it is a good idea, unless there is 
objection. 

Sir. Lanham. Mr. Robertson. 

STATEMENT OF THOMAS E. ROBERTSON, WASHINGTON, D. C. 

Mr. Robertson. Thomas E. Robertson, of Washington, D. C. It 
seems to me, Mr. Chairman, that we have left out something from the 
present statute which should be included in it. I remember that 
Senator Glass had a statute passed which provided for the amending 
of the act of 1020 so as to provide, for example, that a picture of an 
ex-President of the United States, even though dead, could not be 
used without the consent of bis widow. Now, here this subsection (c) 
says: “Consists of or comprises the name, portrait, or signature of a 
living individual unless by his written consent.” I think that should 
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f)o amended so ns to prevent the use of any person’s name, portrait, 
or signature, living or dead. 

Mr. Lanmam. There would have to be a modification with refer¬ 
ence to his consent if lie were dead. Somebody else would have to 
give that. 

Mr. Robertson. I think we should prohibit it entirely. 

Mr. Lanham. Prohibit it entirely? 

Mr. Robertson. ^ es. Why should the Congress of the United 
States, for example, permit Benjamin Harrison’s name, and I am 
picking out an e.x-President so far back so that his widow is dead, 
why should the Congress of the United States permit Benjamin 
Harrison's name to be used as a trade-mark on any article, device, or 
merchandise, even though dead? 

Mr. Mahoney. In other words, we would not want to have Abra¬ 
ham Lincoln gin. 

Mr. Robertson. No, sir; we would not. 

Mr. Penning. Or George Washington cofTee. 

Mr. Rogers. There was a good deal of discussion last year about 
that very thing, and considerable difficulties seem to arise in connection 
with it which ever way we jump. I quite agree that Abraham 
Lincoln gin ought not to be used, but I would not sav the use of 
G. Washington on coffee should not be permissible. We attempted 
to take care of it in subsection (a) of section 2: “Consists of or com¬ 
prises immoral, deceptive, or scandalous matter; or matter which 
tends to disparage persons, living or dead, institutions, beliefs, or 
national symbols, or to bring them into contempt.” That would 
take care of abuses, but it would not prevent the perfectly legitimate 
use of name'. 

I would like to make a suggestion, and that is that it seems to me 
the language in subsection (e) is not altogether happy. There is a 
practical difficulty that is encountered in the Patent Office, and one 
which has been encountered in every Patent Offiee in the world, as 
far as I know, as to what is a geographical name. The present statute 
prevents the registration of geographical names as trade-marks. 
Some people take the position that any name is found somewhere in 
the the Postal Guide, and hence is not a registerable name. For in¬ 
stance, Pink. Red, Fish, Green, Greenfield, Lily Pons, and so forth, 
are all found in the Postal Guide. They are the names of individuals 
or persons and shall not be registered. There is somewhere on the 
earth’s surface some persom who has any name that you can possibly 
think of. The result of that is that if literally interpreted that pro¬ 
vision in the present act prohibits the registration of nearly any word 
that anybody can think of. I would suggest that subsection (o') be 
amended to read this way, and 1 think it carries out the same idea 
and, perhaps, makes it a little clearer: 

(II which, when applied to the poods of the applicant, is merely descriptive 
of them. 

(2) when applied to the poods of the applicant, is primarily pcopraphieal and 
descriptive of them, except as such marks may be registrable under section 4 
hereof. 

(31 is merely and primarily the name of a particular person other than the 
applicant. 

That is to get away from this idea of a surname. Any name can 
be a surname, such as Cotton, King, Jack, Knife, Ink, and the like, 
but it is not the name of any particular person. 
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WEDNESDAY, MARCH 29, 1939 


House of Representatives, 

Subcommittee on Trade-Marks of the 

Committee on Patents, 

Washington, D. C. 

• The subcommittee met, at 10 a. m., pursuant to adjournment, for 
further consideration of H. R. 4744, Hon. Fritz G. Lanliam presiding. 

Mr. Lanham. The committee will come to order. I have a letter 
here addressed to the chairman of the Committee on Patents, from 
the National Association of Manufacturers, 14 West Forty-ninth 
Street, New York, N. Y., under date of March 28, which will be 
placed in the record with the other statements. 

When we recessed on yesterday we had under consideration, as I 
recall it, subsection (f) of section 2. Befbre taking that up, you 
gentlemen were working on phraseology on a part of the first section, 
and I wonder if that is ready for inclusion in the record at this point? 

Mr. Rogers. Yes, sir; it is, and if I may read it I will do so. 

Mr. Lanham. Yes, Mr. Rogers; please. 

Mr. Rogers. In section 1, page 2, line 4, subsection (3) (b), cancel ■ 
“the 9um of SI5” and substitute in lieu thereof the words “filing fee.” 

In subsection (3) (d), in line 10. after the word “office” insert the 
words “the name and address of.” 

Also in the same section, line 14, add a new sentence reading as 
follows: 


If the person so designated cannot be found at the address given in the designa¬ 
tion, such notice or process may be served upon the Commissioner. 

Mr. Lanham. That is in section 2? 

Mr. Rogers. No, that is in section 1. 

Then, in section 2, page 3, line 6, cancel, “under the act of February 
20, 1905, as amended, or upon the principal register provided by this 
Act,”. Also cancel lines 11 to 15 in subsection (e), and substitute in 
lieu thereof: 


Consists of a mark which (1) when applied to the goods of the applicant is 
merely descriptive of them. (2) When applied to the goods of the applicant is 
primarily geographically descriptive of them, except as indications of regional 
origin may be registered under section 4 hereof. (3) Is primarily a surname. 

Then, add to subsection (f), in line 20, a new sentence as follows: 


Substantially exclusive use as a trade-mark by the applicant in commerce for 
2 years prior to application may be accepted by the Commissioner as prima facie 
evidence of distinctiveness. 


Mr. Lanham. That 
is not mandatory? 


latter provision is simply permissive, and it 

39 
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40 TItAPK-MA KKS 

• | (l us I understand from Mr. Frazer it 

meets the administrative difficulty that lie felt existed. 

Mr. h knning. Should we speak to these proposed amendments as 
we go a Ion"? 

r? r* 

Mr. Lanham. First of nil I want to thank you gentlemen for the 
trouble to which you have gone in preparing these amendments. Did 
you have an observation to make, Mr. Forming? 

Mr. Penning, ^cs; 1 have one with respect to amendment (o). 
As I remember Mr. Rogers said this is primarily the name of a par¬ 
ticular person other than the applicant. Now, 1 apprehend that that 
will mean the complete name of a man. In other words, there is no 
inhibition here, apparently, against registering the name “Wilson” 
but there is an inhibition against the registration of the name, “John 
W. Wilson?” 

Mr. Lanham. Did we not put an amendment in subsection (c) 
railing for the whole name? 

Mr. Penning. That is right, but. here we are calling for the full 
name of the person also. So, there is no objection against registering 
the surname. It seems to me that we ought to have the “surname of a 
particular party” rather than the name of a particular party in sub¬ 
section (e). 

Mr. Rogers. No; I do not think so at all. The difficulty about 
that is that almost every word you can think of is somebody’s sur¬ 
name, somewhere, and there has been a practice in the office of the 
Commissioner of Patents, which was bom a number of years ago 
that any mark for which registration was applied, which was borne 
by some person, somewhere os a name such ns Cotton, King, or what¬ 
not, they would refuse registration on the ground that they were merely 
the names of individuals. It is perfectly all right to refuse registra¬ 
tion where the name is a name, of a particular individual, but where it 
falls into the general category that there might be a surname some¬ 
where of that kind, that somebody somewhere may bear that name, 
it merely limits the field of choice. 

Mr. Penning. Mr. Rogers docs not see the point I am making, 
and he does not mention surname in his section. 

Mr. Rogers. The present act prohibits the registration of the 
name of an individual, and that has been construed to mean a sur¬ 
name. In fact, in the Court of Customs and Patent Appeals the name 
“Wix” was found to be the name of somebody somewhere. It was 
found in the directory, and, therefore, it was not registrable. It waa 
the name of an individual. I contended that Wix was not the name 
of an individual, but the name, of a clan, but the court said that was a 
surname of an individual, and, therefore, it cannot be registered as a 
trade-mark. So, I changed that to say primarily the name of a par¬ 
ticular person. 

Mr. Penning. Then, if that is true, any member of a clan is a 
particular person who bears that name, so I do not think you have 
accomplished anything by adding that, except to make it possible to 
register a surname. We do not want to register the word “Johnson” 
or “Smith.” 

Mr. Rogers. No; but you do not object to registering the name 
Jack. King, Queen, or Tan. 

Mr. Fen ning. When you say the name of a particular individual 
that necessarily means that particular individual’s name. 
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Mr. Rogers. I cannot see how you come to that conclusion. 

Mr. Fenning. We must have a surname in there if you are going 
to specify a particular individual, because when you say a particular 
individual you mean not merely his surname, but all of his name. 

Mr. Rogers. I do not think it .should be surname, because the 
minute you get into that, you get into the fact that every name you 
can tliink of is somebody’s surname. 

Mr. Fenning. You have not accomplished anything at all by say¬ 
ing the name of a particular individual. 

Mr. Lanham. From the standpoint of administration, Mr. Frazer, 
what are your observations with reference to this matter? 

Mr. Frazer. It seems to mo it would be rather difficult to determine 
in the Patent Office whether a name is a surname of a particular in¬ 
dividual other than the name of the applicant. For instance, my 
name is Frazer, and I am quite sure that lama particular individual, 
and I am sure that Mr. Rogers’ plirascology hardly meets the situation 
that he is trying to remedy. In the absence of this discussion, if that 
section were before me for interpretation, I would certainly say that 
it prevented the registration of the name “Johnson” or “Jones,” 
because it is common knowledge that the names Johnson and Jones 
are the names of a good many particular individuals. 

Mr. Rogers. Wdl, if it will meet the objection, and whatever you 
do, you are going to meet something unfavorable, would this meet 
the situation: “Is merely and primarily a surname”? 

Mr. Carter. How about a name which identifies the particular 
individual? 

Mr. Fenning. Or, how about a given name? 

Mr. Frazer. You say merely and primarily a surname? 

Mr. Rogers. Yes; merely and primarily a surname. 

Mr. Frazer. Then I would suggest that you leave out the word 
“merely.” 

Mr. Rogers. Well, Johnson is primarily a surname, and Cotton 
is not. 

Mr. Frazer. Yes; but when you say “merely” a surname, you 
would prohibit the registration of such names as Cotton*, and King, 
as you suggested, Mr. Rogers. 

Mr. Rogers. Supposo we make it read: “Is primarily a surname”? 

Mr. Frazer. Yes; I tliink insofar as the Patent Office is concerned 
that that would simplify the administration of it. 

Mr. Rogers. Does that meet vour point? 

Mr. Fenning. Yes; but we will still have the question coming up 
to consider: Are we going to allow William to be registered, or are we 
going to allow John to be registered? 

Mr. Rogers. Why not? 

Mr. Frazer. We do under the present law. 

Mr. Fenning. Then let us know if we are going to continue it. 

Mr. Lanham. Are there any further observations or suggestions 
that anyone desires to make with reference to section 2? 

Mr. Whitman. It seems to me we ought to include in section 2 (d) 
reference to use of a mark that has been used, because I believe that 
it is very important that a man who has actually used a mark before 
a person applies to register liis mark should be given an opportunity 
to oppose or prevent the registration of that mark, since he has ac¬ 
quired rights to it by his prior use, which should be respected. They 
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on the main register even though they may have found ample protection by the 
equity courts against infringement or unfair competition. The rigid disqualifica¬ 
tion of surnames, unless they are so distinctively displayed as to become the minor 
element of the entire trade-mark, has proven particularly detrimental and incon¬ 
venient to industries such as the cosmetic industry in which by far the greater num¬ 
ber of f amous trade-marks either constitute or are derived from the names of their 
owners. It seems that from time immemorial manufacturers have taken justifiable 
pride in using their own names as designation of their merchandise and they are 
usually not easily persuaded by their counsel to forego use of their own name as a 
mark in favor of an entirely arbitrary new device which may be easier registrable 
under the law. Take such famous names as, for instance. “Coty.” "Gucrlain,” 
“Chanel,” “Elizal>eth Arden." "Dorothy Gray.” and innumerable others. None of 
these names as such can be registered as trade-marks under the present Act of 1905 
unless they have been in 10 years exclusive use prior to 1905. Hut not only that: 
The Patent Office in considering registrability has until now applied the so-called 
“telephone book test.” Whenever a mark or name which might possibly l>e the 
name of a living individual is sought to be registered, the Trade-Mark Division 
will pick up a number of telephone directories and if such name appears in.one of 
them, tbe mark will be refused. In a rather recent case, an applicant pointed out in 
vain that the name did not appear in any of the New York telephone directories 
containing several million names. Since it appeared in the Washington book, it 
was refused registration. Under the new law this will no longer be true. In order 
to be rejected, the name must be "primarily merely a surname.” Moreover, if it 
can be shown that a surname has acquired distinctiveness over the course of years, 
it will now be registrable on the principal register even though it may be a common 
surname as applied to other merchandise. As you may have seen in a very recent 
issue of Life Magazine, even such a common name as “Smith Brothers” may ac¬ 
quire distinctiveness as applied to cough drops over a course of a 100-year period. 

The new Act also gives much more latitude in using a name which mav have 
some remote geographical significance. Not only may such name become a valid 
trade-mark after having acquired distinctiveness but the new law excludes geo¬ 
graphical names from the register only if they are primarily merely geographical 
when applied to the goods of the applicant. Thus, the Patent Office should no 
longer refuse registration of the word “Kern” for playing cards on the ground that 
“Kem” is the name of a small river in Siberia. Moreover, it can be argued under 
the new law that a comparatively well-known geographical term may not be con¬ 
sidered merely geographical if applied to particular merchandise. Even a desig¬ 
nation such as “Philadelphia Cheese” may acquire distinctiveness as a trademark. 
In England, on the other hand, the mark “Liverpool” for cables was rejected despite 
a recognized secondary meaning on the ground that some geographical words are 
so predominantly geographical that under no circumstances could they ever acquire 
a true trade-mark significance. 

The provisions of the new law with regard to descriptive terms are also some¬ 
what more flexible although the new law still excludes “merely descriptive” marks 
without regard to whether they are primarily so. But they must be merely descrip- 
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PART I 

HOW THE LANHAM ACT AFFECTS TRADE-MARKS* 

Hon. Casper IV. Ooms 

It may be somewhat bold for anyone to venture upon a discussion of the 
Trade-Mark Act of 1946, popularly known as the Lanham Act, as probably more 
has been written about the law of trade-marks since and because of the passage 
of this Act a year ago than has been written on that subject since the beginning of 
the law of trade-marks. I shall, therefore, today attempt no more than a discus¬ 
sion of the salient features of the Lanham Act as they appear to me. 

What I shall attempt is: First, a discussion of the expansion of registrability 
under the Act; second, the innovation of incontestability provided for by the Act; 
third, the improved remedies created by the Act; and fourth, the incidental bene¬ 
fits of this legislation. Fifth, and finally, I shall discuss briefly the alarms and 
fears that the Act has created. 

1. Expansion of Registrability Under the Act 

There can be no question that the Lanham Act, expressing the experience of 
business with many of the limitations of our previous • trade-mark legislation has 
greatly expanded the opportunities for registering trade-marks. While the statute 
contains many of the positive prohibitions of the old law against the registration 
of undesirable marks such as those comprising immoral or scandalous matter, and 
the flag or coat-of-arms or other insignia of the United States, a state or munici¬ 
pality or any foreign nation, the Act adds a prohibition against those which “dis¬ 
parage or falsely suggest a connection with persons, living or dead, institutions, 
beliefs, or national symbols, or bring them into contempt, or disrepute,” and 
expressly states that “no trade-mark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused registration on the prin¬ 
cipal register on account of its nature” unless it falls within the specified prohibi¬ 
tions. This is the direction to the Patent Office, and I think to the courts, that 
technicalities unduly hampering registration are to be avoided and that each mark 
is to be examined to determine its capacity to serve as a trade-mark without 
creating the possibility of confusion with a mark of another. 

The Act clearly carries out this suggestion in eliminating much of the technical 
language that created difficulty where registration was sought of a mark that had 
some resemblance to the mark of another, and was therefore forbidden registration. 
The Lanham Act now compels such contests to be determined upon the answer to 
the question whether the proposed mark so resembles the mark previously regis¬ 
tered or used “as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers.” 

Similarly, the Act expands the opportunities for registration of marks which 


• Remarks by Hoh. Casper W. Ooms, United States Commissioner of Patents, delivered 
at a meeting of the Commerce and Industry Association of New York on July 9, 1947. 
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would previously have been rejected as geographical. It requires that the mark 


to be denied registration must be “primarily geographically descriptive or decep¬ 
tively misdescriptive.” 

As an example of this problem I recall the decision made in the Patent Office 
some years ago denying registration of the mark “Kern” for a plastic playing card. 
(The illustrations I employ I choose merely for their simplicity and not because 
they present any existing problems. Like the fiction writers, I deny any similarity 
to living trade-marks except for pure coincidence.) Now, this mark “Kem,” 
which was a very happily chosen trade-mark, was rejected because some geographies 
said this name “Kem" was the name of a river in Russia. I am confident that 
under the new Act that ground of rejection no longer exists. 

Another ground of rejection that has been removed from the trade-mark law 
is the ground that the mark is merely a surname or the name of a firm or cor¬ 
poration. Now the mark “Kem" also happens to be the name of a United States 
Senator. Under the old law we would have been compelled to reject an applica¬ 
tion for registration of that mark on that additional ground. Our practice in the 
Patent Office was to consult fifteen telephone directories of the leading cities. 
It might very well be that a name, like my own, would appear only in another 
directory than one of the fifteen selected, and its registrability would thus.depend 
upon an accident of telephone book selection never contemplated by the law, but 
made necessary by the practical problems of administration. 

Also under the old law, if there had been a corporation manufacturing steam 
shovels known as Kem, Incorporated, we would have had to reject the proposed 
mark “Kem” for playing cards on that ground. 

The elimination of the mere existence of a surname or the name of a corporation 
as grounds for rejection is an extremely fortunate one. For example, if someone 
presented the mark “Kodak” for registration under the old law, we would have 
merely looked into the Washington telephone directory and found the name of 
Mrs. Helen Kodak and that would have presented an insuperable ground of rejec¬ 
tion. Today that ground of rejection no longer exists unless the name is primarily 
merely a surname. 

Similarly, there is a trade-mark for a metal polish “Noxon," which by all tests 
of trade-mark law and merchandising practice is a well-chosen mark, as it can be 
read and printed with equal facility upright or upside down, is purely arbitrary, 
has no confusing other meaning, is easily written and remembered, presents no 
problem of pronunciation, etc. If that mark were presented under the old law 
we would look into the Washington telephone directory and find that Mrs. William 
Noxon was there registered and woujd have had to reject the mark. Under the 
present law that is no longer true. 

The Lanham Act goes farther. It provides that marks made unregistrable by 
specific terms of some provisions can be registered when these marks have become 
"distinctive of the applicant’s goods in commerce.” The law administered by the 
courts, as distinguished from the old trade-mark act, dong recognized this principle 
of "secondary meaning, but there was no way of registering such marks in the 
United States Patent Office (except for ten years’ exclusive use prior to 1905), 
where those searching trade-marks to avoid confusing use of similar marks might 
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THE PRINCIPAL REGISTER 01 

Under the Act of 1905 a mark which was “merely a geo¬ 
graphical name or term” was unregistrable. The strict con¬ 
struction of the provision resulted in denial of registration of 
marks found in atlases, postal guides or geographical diction¬ 
aries, but which were primarily identification marks which dis¬ 
tinguished the applicant’s goods. Under the new Act, the mark 
sought to be registered must be “primarily geographical,” that 
is, must have no meaning to the public other than as the designa¬ 
tion of a geographical location, to be rejected ex parte. If it dis¬ 
tinguishes the goods or services of the applicant from others, it 
may be registered, even though it is also a geographical name. 

Individual names ard surnames were unregistrable under 
the Act of 1905, unless they were written, printed, impressed or 
woven in some particular or distinctive manner or in association 
with a portrait of the individual. This provision, too, was so 
strictly construed as to prevent registration, as marks, names 
which were so rare that they had no significance as a surname 
and were distinctive marks as applied to the applicant’s goods. 44 
It has been said that if the city directories of twenty of our largest 
cities were searched, more than half of the registered marks 
would bo listed as surnames. The only surnames which are pro¬ 
hibited registration under the new Act are those which are “pri¬ 
marily merely a surname” and have no other significance. This 
is as it should be. It is extremely doubtful whether the public 
thinks that “Du Pont.” “Ford.” and “Chevrolet,” are family 
names. 

B. Names 

“Trade names” and “commercial names” include individual 
names and surnames, firm names.and trade names used by man¬ 
ufacturers, industrialists, merchants, agriculturists, and others 
to identify their businesses, vocations, or occupations; the names 
or titles lawfully adopted and used by persons, firms, associations, 
corporations, companies, unions, and any manufacturing, indus¬ 
trial, commercial, agricultural, or other organizations engaged 
in trade or commerce and capable of suing and being sued in a 
court of law. 45 

• » American Tobacco Co. v. Wix. 16 USPQ 181, 62 F.2d 835. 

13 Section 45. 
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► 


sur*nemo , n, (Fron Fr, surnon, surname.) An 
additional none■ or appella t i on add o d to the 
baptismal or Christian nano, to render it more 
definite or distinct, afterward often becoming 
a family name; hence, a family name* 

(Webster*s Universal Unabridged Dictionary, 
1937 Edition) 


► 


Act of February 20, 1905 (a3 anendod) 

Sec. 5* .*. Provided , That no mark which consists 

merely in the"none of an individual • * not written, 
printed, impressed, or woven in sonc particular or 
distinctive manner, or in association with a portrait 
of the individual ... shall be registered under the 
terms of this Act... 


Trade Mark Act of 19k-6 

Sec. 2. Trade marks registrable on the Principal 
Register. 

No trade mark by which the goods of the applicant nay 
be distinguished fror-i the good3 of others shall bo 
refused registration on the Principal Register on acco 
of its nature unless it — 

* (c) Consists of or comprises a name ... identify! 

a particular living individual except by his written 
1 consent ... I 

(e) Consists of a mark which...(3) is primarily 
merely a surname . 


(Emphasis added) 



BEST COPY AVAILABLE 


from the original bound volume 
















INDEX. 


PAGE 


Commissioner’s Brief Discloses Fundamental Error 
in Patent Office Philosophy . 1 

Commissioner’s Argument not Convincing . 3 

Decisions under 1905 Act not in Point . 4 

Full Name not Required . 5 

Infringement Cases not in Point . 6 

Sawyer Case in Point—but not for the reasons given 
by the Commissioner . 8 

Registration Statute Codifies the Common Law. 9 

Conclusion . 10 

Authorities. 

A. & P. v. Supermarket, 87 PQ 303, 333 U. S. 364 .... 12 


Brown Chemical Co. v. Meyer, 139 U. S. 540, 11 S. Ct. 

625, 35 L. ed. 247 . 9 

Ex parte Dallioux, 83 PQ 262 .2,5,11 

Howe Scale Co. v. Wvckoff, Seamans & Benedict, 19S 
U. S. 118, 25 S. Ct/609, 40 L. ed. 972 .9,10 

J. S. Williams v. Ernest W. Williams, 48 F. 2d 398.... 7 

Kimberly-Clark v. Marzall, 93 PQ 191.4,11 

Marzall, “ Trade Marks,” 42 T.M. Rep. 805 . 11 

Perkins v. Perkins, 246 Mass. 96, 140 N.E. 461, 13 
T.M. Rep. 370 . 9 

Pike, “Personal Names As Trade Symbols,” 32 Bull. 

T. M. Assn. 121, 130 . 10 

R. B. Davis Co. v. Julius J. Davis, 8 F. Sup. 905, 25 
T.M. Rep. 61; reheard, 25 T.M. Rep. 2S3 (ED NY, 

1935) . 7 

In re Sawyer, 144 F. 2d 893, 895, 32 CCPA 740 .8,9,10 

In re Sears, Roebuck & Co., 132 F. 2d 341. 4 

Tanguerav, Gordon & Co. v. Gordon, 10 F. Sup. 852; 
affirmed 77 F. 2d 998 (CCA 3, 1935) . 7 

Thaddeus Davids Co. v. Davids Mfg. Co., 233 U. S. 

461, 34 .S. Ct. 64S, 58 L. ed. 1046 .6, 7, 9,10 























IN THE 


United States Court of Appeals 

FOR THE DISTRICT OF COLUMBIA 


No. 11,454 


SEARS, ROEBUCK AND CO., 


vs. 


Appellant, 


JOHN A. MARZALL, Commissioner of Patents, 

Appellee. 


APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA 


REPLY BRIEF FOR PLAINTIFF-APPELLANT. 


Commissioner’s Brief Discloses Fundamental Error 
in Patent Office Philosophy. 

The ‘‘Statement of Questions Presented” at the very 
outset of the brief for the Commissioner of Patents (see 
first unnumbered page) confirms the statement in our 
main brief that the Patent Office is still confusing the 1946 
Trade Mark Act with the Act of 1905, just as it has done 
since the 1946 Act first went into effect. Thus, the Com¬ 
missioner presents as his version of the question pre¬ 
sented for decision, “whether the mark ‘J C Higgins’, 
not distinctly {sic) displayed, is ‘primarily merely a sur¬ 
name’ within the meaning of Section 2(e) of the Trade 
Mark Act of 1946.” 





Nowhere in Section 2(e) of the 1946 Act can be found 
the expression, ‘‘not distinctly displayed”, or any word¬ 
ing similar thereto. The law merely prohibits registration 
of a mark which “is primarily merely a surname” (see 
“The Questions Presented”, first unnumbered page of Ap¬ 
pellant’s Brief). 

Section 5 of the 1905 Act, on the other hand, prohibited 
registration of a mark “which consists merely in the name 
of an individual * * # not written, printed, impressed 
or woven in some particular or distinctive manner * * # ” 
(see page 13 of Appellant’s Brief; italics ours). 

In emphasizing at the outset of his brief the alleged 
limitation that Appellant’s trade-mark J C HIGGINS is 
“not distinctly displayed”, the Commissioner makes it 
indisputably clear that he is still attempting to apply the 
1905 Act. Furthermore, it is clear from the position in 
which the Commissioner has placed this statement in his 
brief that this is no mere slip of the tongue. There can be 
no doubt that the Commissioner gave careful thought to 
the drafting of his “Statement of Questions Presented”. 
Hence, it is apparent that the Patent Office officials are 
thoroughly imbued with this fallacious reasoning in their 
application of Section 2(e) (3) of the new Act to name trade¬ 
marks, a fallacy which has persisted since the new law 
went into effect. 

This basic error in policy toward name marks was only 
partially corrected when Commissioner Daniels reversed 
the Trade-Mark Examiner in Ex parte Dallioux, S3 PQ 
262, for, as stated in our main brief, the Patent Office, 
following the Dallioux decision, stubbornly adhered to its 
apparent reasoning that the new Act was a mere re-write 
of the old 1905 Act unless the name presented for regis¬ 
tration conformed precisely to the pattern of Andre 
Dallioux, i.e., consisted of a full given name and a family 
name. 
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Commissioner’s Argument Not Convincing. 

The Commissioner’s argument, as summarized on page 
2 of his brief, fails to resolve the issues set forth in Ap¬ 
pellant’s brief and is convincing only to the effect that 
the Patent Office was in error and should be reversed. Tak¬ 
ing up in order the four points presented in the Com¬ 
missioner’s summary: 

1. We can agree without reservation with the Com¬ 
missioner’s statement that Higgins is a surname. How¬ 
ever, here the Commissioner is attempting to dissect the 
trade-mark, which he has no right to do. The mark is J C 
HIGGINS, not Higgins. 

2. Here, of course, the issue is joined when the Com¬ 
missioner arbitrarily insists two initials do not prevent 
“it” (Higgins) from being merely a surname. It would 
be interesting to ask if addition of two other letters would 
render the mark registrable, let us say AL HIGGINS or 
ED HIGGINS? Now, that would fit the “ANDRE DAL- 
LIOUX” pattern. If it is agreed that such woidd be reg¬ 
istrable, we ask—why the stigma about the particular 
letters J C? 

3. In the third point of the Commissioner’s summary, 
he merely supports the Trial Court’s refusal to receive 
any evidence in the so called “trial”. We say the trial 
judge was in error in this regard. Hence there is an issue 
on this ancillary question. 

4. Here the Commissioner presents the totally ir¬ 
relevant, immaterial question of whether or not Appellant’s 
trade-mark may be registered under Section 2(f) of the 
1946 Act. Appellant is not requesting registration under 
Section 2(f); hence, there is no need for the Court to waste 
its time in consideration of this point. 



We agree with the Commissioner’s statement, page 3, 
that Kimberly-Clark Corp. v. Marzall, 93 PQ 191 is not a 
precedent for the instant case. In that case this Honorable 
Court had for consideration the trade-mark ‘‘Kimberly- 
Clark”, which was found to be merely two surnames. In 
the case here at bar, on the other hand, we have quite a 
different issue, i.e., the name of a living individual, J C 
HIGGINS, who on the record recognized the trade-mark 
as his name , giving Appellant the right to use and register 
the same. 


Decisions under 1905 Act Not in Point. 

In devoting considerable space (pp. 4-6) to a discussion 
of cases decided under the 1905 Act, the Commissioner 
further confirms our statement that the Patent Office 
officials are still fallaciously thinking in terms of the old 
statute. As stated by Commissioner Daniels in the Dallioux 
case, the effect of the Patent Office practice in name cases 
under the 1946 Act has been 

“to continue the rule of the Act of 1905, even 
though the prohibition against registration of a mark 
consisting of the name of an individual (which in¬ 
cluded surnames but was not restricted thereto), no 
longer remains the law.” 

Since the 1905 Act prohibited registration of “the name 
of an individual”, not a “surname” as in the 1946 Act, it 
goes without saying that the Patent Office under the 1905 
Act would refuse not only a surname, but even a full 
name such as Bob Burnham {In re Sears, Roebuck & Co., 
132 F. 2d 341). 

It is not necessary to speculate as to the meaning of 
the word “merely”, as employed in Section 2(e) of the 
Statute. Commissioner Daniels clearly perceived the sig- 
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nificance of this language when, in the Dallioux decision, 
after emphasizing that the new law could not have been 
intended to re-enact the same provisions as the 1905 Act. 
he pointed out (page 263) that, of course, his reasoning 
would not apply “in the event the surname was unduly 
emphasized or otherwise constituted the only significant 
part of the mark, thereby amounting to ‘a mere device or 
contrivance to evade the law ; * * *” (Italics ours.) 

This is the only conclusion which can logically be drawn 
from the discussions of the legislative hearings in con¬ 
nection with the 1946 Act (see Appendix to our main 
brief, pp. 3a-Sa, inclusive). 

Applying Mr. Daniels’ reasoning to the mark J C HIG¬ 
GINS, there is no basis whatsoever for assuming that this 
mark is a “mere device or contrivance to evade the law”, 
for in our case the surname is in no sense “unduly em¬ 
phasized”. 


Full Name Not Required. 

The only conclusion to be drawn from the Patent Office 
practice in requiring that a personal name, to be regis¬ 
trable, must conform to the Andre Dallioux pattern , is that 
the Office is attempting to legislate administratively that 
a trade-mark will be registered only if the mark is a 
full name. However, it is again pointed out that while in 
the legislative hearings (see our main brief, Appendix, 
p. 4a) it was suggested at one stage that the section read 
“full name”, the word “full” does not appear in the section 
as enacted and for this reason it is clear that the Patent 
Office policy in this regard is contrary to the clear intent 
of the Congress. 




— 6 — 

Infringement Cases Not in Point. 

The Commissioner again slips into error when on pages 
0-7 of his brief, he refers to the TJiaddeus Davids case, 
233 U.S. 401, a trade-mark infringement suit, and then 
raises the dire spectre of what might happen if Appellant 
should endeavor to assert its trade mark against use of 
the name Higgins alone. This latter conjecture is as much 
of a straw man as reference to the cited trade-mark in¬ 
fringement case and lias no more claim to consideration by 
this Court. We are dealing here with the simple question 
of registrability of a specific name wider a specific statute 
and there is no need to becloud this simple issue with such 
extraneous considerations. Besides, the Commissioner for¬ 
gets that Higgins Industries, Inc., sees “no conflict” be¬ 
tween J C HIGGINS and their “HIGGINS’’ (see our main 
brief, p. 27). 

In the Thaddeus Davids case, plaintiff had a registra¬ 
tion of the name “DAVIDS” under the 10-year proviso of 
the 1905 Act, although the Court reaffirms the common law 
rule that no one is entitled to exclusive rights in a sur¬ 
name as a trade-mark. 

By means of emphasis to suit his desired conclusion, the 
Commissioner’s quotation (p. 7) fails to convey the actual 
holding of the Supreme Court in the Thaddeus Davids 
case, wihch was that the defendant had made a “colorable 
imitation ’ of the plaintiff’s label by putting “C. I. 
DAVIDS” where plaintiff had “DAVIDS” and placed 
“DAVIDS MFG. CO.” where plaintiff had “THADDEUS 
DAVIDS CO.” Thus, the emphasis should be placed on the 
Court’s language as follows: 

“The use of the name in this manner * * * consti¬ 
tuted a colorable imitation within the meaning of the 
Act.” 



In this connection, it is interesting to consider R. B. 
Davis Co. v. Julius J. Davis, 8 F. Sup. 905, 25 T.M. Rep. 61; 
reheard, 25 T.M. Rep. 283 (ED NY, 1935), where the court 
held that the defendant’s operation under the name Julius 
J. Davis was “a business fraud”, even though the defend¬ 
ant’s full name was used. This points up the error of citing 
equity decisions in an ex parte registration case. 

Again, in Tanqueray, Gordon & Co. v. Gordon, 10 F. 
Sup. S52; affirmed 77 F. 2d 998 (CCA 3, 1935) defendant 
was enjoined against use of the name “Gordon” on gin 
because plaintiff had popularized the same name on the 
same product. This result was reached because of the un¬ 
fair competition factors involved in the case, despite the 
basic principle that an ordinary surname cannot usually 
be the subject of exclusive appropriation as a trade-mark. 
(Davids v. Davids, 233 U.S. 461, 34 S. Ct. 648, 58 L. Ed. 
1046.) 

The point to be considered in the above discussion is 
that, when the Commissioner puts his faith in equity cases, 
which invariably include questions of unfair competition 
as well as trade-mark infringement, he is building his 
house on quicksand. If, as he and the Trial Court main¬ 
tain, we are dealing here with a pure “question of law”, 
then those cases are completely irrelevant. 

The Williams opposition cited by the Commissioner 
(p. 8) is likewise not in point, once we know all the facts 
of the case. The applicant sought to register “E. AY. 
WILLIAMS” and opposer showed ownership of 21 reg¬ 
istrations, including some for the notation, “THE J. B. 
WILLIAMS CO.,” for similar goods. This fact seems to 
have escaped the Solicitor for the Commissioner in his 
review of the case. 




The Commissioner held for the applicant, but was re¬ 
versed by the Court on the ground of likelihood of con¬ 
fusion. The Court may have been impressed by the diffi¬ 
culty of distinguishing “E. W. WILLIAMS” from “J. B. 
WILLIAMS.” At any rate, it was an opposition proceed¬ 
ing, and the question of confusing similarity with any 
specific mark has not yet arisen in the instant case. 

Sawyer Case in Point — But Not for the Reasons 
Given by the Commissioner. 

From the Commissioner’s discussion (brief, p. 6) of 
In re Sawyer , 144 F. 2d 893, 32 CCPA 740, one receives 
quite an erroneous impression of what this case actually 
holds. The Commissioner refers to “the addition of in¬ 
itials” in the same sentence in which he cites this case, 
but the mark involved was “SAWYER” in block letters 
and the decision makes no reference whatever to initials, 
even by way of dictum. In considering registrability of 
the name “SAWYER” under the 1905 Act, the Court 
properly held that since the Act prohibited registration 
of “the name of an individual”, SAWYER was not prop¬ 
erly registrable. 

In reaching this conclusion, the Court referred (p. S95) 
to the dictionary definition of the word “merely” as, 
“without including anything else; purely; only; solely.” 
By this definition, “SAWYER” was unquestionably merely 
a “name of an individual”. 

It is a rather severe strain on the Sawyer case, in 
view of the above, for the Commissioner to hold it up as 
authority for the case at bar. Can it be said that J C 
IIIGGIXS is purely a surname, only a surname, solely a 
surname, without including anything else? The question 
answers itself. If this case is authority for the case at 
bar, it is determinative in Appellant's favor. 
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Registration Statute Codifies the Common Law. 

As pointed out in the Committee Reports (see our main 
brief, pp. 11-12), the purposes of the 1946 Trade Mark 
Act were inter alia to codify the common law and give 
maximum protection to business. “This bill effects max¬ 
imum codification and coordination." 

This is in line with the remarks of his Honor, Judge 
Jackson, when he stated in In re Sawyer, 144 F. 2d 893, 
895: 

“The Trade-Mark Registration Act adds nothing to 
or takes nothing from the common law rights relating 
to trade-mark ownership and use. It merely provides 
that owners of such marks may have them registered 
and made public, and for remedies in the enforcement 
of such rights. This doctrine is so elementary that 
no citation of authorities is deemed necessary. 

“It is further well-established that a mark con¬ 
sisting of an ordinary surname is not the subject of 
exclusive appropriation as a common law trade-mark. 
American Tobacco Co. v. TVix, supra; Thaddeus Davids 
Mfg. Co., 233 U.S. 461, 34 S. Ct. 648, 58 L. Ed. 1046; 
Brown Chemical Co. v. Meyer, 139 U.S. 540, 11 S. Ct. 
625, 35 L. Ed. 247; Howe Scale Co. v. Wyckoff, Sea¬ 
mans & Benedict, 198 U.S. 118, 25 S. Ct. 609, 49 L. Ed. 
972.” (Italics ours.) 

Undoubtedly, Sec. 2(e) was incorporated in the 1946 
Act in codification of this “well established” common law 
principle against exclusive appropriation of “an ordinary 
surname.” 

It has been recognized, in the absence of fraud, that a 
person’s initials are sufficient to distinguish him from a 
competitor having the same family name. See Henry 
Perkins v. Perkins, 246 Mass. 96, 140 N.E. 461, 13 T.M. 
Rep. 370, where defendant was allowed to continue doing 
business under the firm name, H. K. Perkins & Co., al- 




though plaintiff had prior rights in “Perkins” as a trade¬ 
mark. This is in line with the basic doctrine laid down 
by the Supreme Court in Howe Scale Co. v. Wykoff, 19S 
U.S. 11S, 140, 25 S. Ct. 609, 49 L. ed. 972, that 

“in the absence of contract, fraud or estoppel, any 
one may use his own name in all legitimate ways * * *” 

This is still th-e law. 

Summarizing as to the common law: The decided cases 
are a generally unsafe guide for our problem because of 
the unfair competition aspects invariably present in those 
cases, and because the cases are seemingly conflicting— 
thus, exclusive rights were recognized in a surname alone 
not only in the Davids case but in a number of others. 
(See Pike, “Personal Names as Trade Symbols,” 32 Bull. 
T.M. Assn. 121,130.) 

However, it can be said that nowhere have we found, 
either in the cases or texts, a categorical statement against 
exclusive appropriation of a mark of the J C HIGGINS 
type, such as Judge Jackson expressed against a surname 
in the Sawyer case {supra). 


CONCLUSION. 

(1) The Commissioner’s brief fails to meet in an iota 
the cogent reasons advanced in our main brief for revers¬ 
ing the lower tribunals. His “authorities” are either de¬ 
cisions under the superseded 1905 Act, or are inter partes 
cases where totally different issues were involved, and 
both categories of cases have no persuasive bearing on 
the issue here involved. In this connection it should be 
borne in mind that J C HIGGINS is not being refused be¬ 
cause of confusing similarity with another mark. 
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(2) There is no .justification for the Solicitor’s insinua¬ 
tion (p. 10) that Appellant “seems unwilling to risk” an 
attempt to register under Sec. 2(f), any more than a drug 
clerk would be warranted in casting aspersions on a 
customer who insists on Bayer’s Aspirin instead of “Dr. 
Quack’s Just-as-Good” aspirin. Appellant is paying the 
fee and is believed entitled to specify the protection to 
which it believes it has a right under the law. 

(3) Commissioner Marzall, in a recently presented 
paper on “Trade-Marks”, 42 T.M. Rep. S05 (Nov. 1952), 
pointedly refers to Sec. 2(e)(3), saying (p. 806) that while 
under the prior law “surnames were not registrable”, 
the 1946 Act changed the prohibition to the words, “pri¬ 
marily merely a surname”. After referring to the Kim¬ 
berly-Clark decision, 93 PQ 191, and that of Andre Dal- 
lioux, 83 PQ 262, Mr. Marzall makes the extremely in¬ 
teresting remark (p. 807): 

“We now come to the proposition as to whether or 
not D. B. Smith would be registrable in that the ini¬ 
tials D.B. removes the objection of that part of the 
section.” (Italics ours.) 

The author at this point goes on to discuss something 
else. But it hardly requires a mind reader to see that, so 
far as Mr. Marzall’s views are concerned, J C HIGGINS 
should be registered. 

(4) The prior tribunals were clearly in error in refus¬ 
ing registration. The Commissioner admits (p. 3) that he 
knows of no case squarely in point, and then proceeds to 
discuss cases which, as we have pointed out, are not at all 
in point. Since the Patent Office fell into error long ago 
in construing the new’ law* as a rewrite of the old, the Com¬ 
mission seems to feel that, at the cost of all reason and 
logic, that error must be justified. Such clear error should 
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be set aside. A. <£ P. v. Supermarket , S7 PQ 303, 333 U. S. 
364. 

This case is of the highest public importance. Not only 
does this Appellant have 16 other copending applications 
for the same mark; many other cases for other applicants 
are doubtless pending involving this identical issue. 

It is, therefore, respectfully urged that the Trial Court 
be reversed. 

Respectfully submitted, 

C. IV ill ah d Hayes, 

American Security Bldg., 
Washington, D. C., 

Frank H. Marks, 

120 South LaSalle Street, 

Chicago 3, Illinois, 

Attorneys for Plaintiff-Appellant. 


January 27, 1953. 
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STATEMENT OF QUESTION PRESENTED 

In the opinion of the appellee the only question pre¬ 
sented by this case is whether the mark “J C Higgins”, 
not distinctly displayed, is “primarily merely a 
surname” within the meaning of Section 2 (e) of the 
Trade-Mark Act of 1946. 
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v. 
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APPEAL FROM THE JUDGMENT OF THE UNITED 
STATES DISTRICT COURT FOR THE DISTRICT 

OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from a judgment of the United 
States District Court for the District of Columbia dis¬ 
missing the complaint in an action under R.S. 4915 (35 
U.S.C. 63), in which the appellant sought to register 
the name a J C Higgins” as a trade-mark for sporting 
goods. The basis of the refusal was the holding that 
the mark in question is primarily merely a surname 
and that its registration is therefore prohibited by 
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Section 2 (e) of the Trade-Mark Act of 1946, except 
upon the special showing required by Section 2 (f) of 
the Act. 


SUMMARY OF ARGUMENT 

1. The word “Higgins” is primarily, if not solely, a 
surname. 

2. The addition of two initials to the name 
“Higgins” does not prevent it from being “merely” 
a surname, within the meaning of Section 2 (e) of the 
1946 Trade-Mark Act. 

3. The sole issue involved in this case is one of law 
and appellant’s proposed testimony was, therefore, 
properly excluded by the lower Court. 

4. If the mark here involved has become distinctive 
of appellant’s goods, it may be registered under 
Section 2 (f) of the Act. If it has not become dis¬ 
tinctive, it clearly should not be registered. 

ARGUMENT 

This case presents the issue whether the mark “ J C 
Higgins” is primarily merely a surname within the 
meaning of Section 2 (e) of the Trade-Mark Act of 
1946. 

The word “primarily” was inserted into that section 
in order to prevent the arbitrary refusal to register a 
word merely because it could be found as a surname in 
some citv directory. The intention was evidentlv to 
permit registration of words such as king, cotton, stone 
and fox which were primarily not names. This dis¬ 
tinction is clear from the colloquy between Messrs. 
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Rogers and Frazer, which appears on page 8a of the 
appendix to the appellant’s brief. It is there indi¬ 
cated that “Johnson is primarily a surname and 
Cotton is not.” 

The word “Higgins” cannot be found in the dic¬ 
tionaries except as a surname, and it is evident that 
this is its primary meaning, although, like any other 
surname, it may conceivably have been used as a first 
name. Clearly, however, “Higgins” is similar to 
“Johnson” rather than to “Cotton”, so far as the 
present issue is concerned, and must be considered to 
be primarily a surname. In fact, it is not contended 
by the appellant that “Higgins” alone could be regis¬ 
tered. 

Since “Higgins” is primarily a surname, it remains 
only to determine whether the addition of the initials 
“J C” prevent it from being “merely” a surname. 
There appears to be no court decision directly in point 
on that matter so far as the 1946 Trade-Mark Act is 
concerned. The closest approach is Kimberly-Clark 
Corp. v. Marzall, Appeals Nos. 10932-3, Decided May 1, 
1952, 93 USPQ 191, in which it was held that registra¬ 
tion of the mark Kimberly-Clark under the 1946 Act 
was precluded by the language of Section 2 (e). That 
decision, however, was predicated on the fact that 
each part of the mark was a surname, and accordingly 
the case is not squarely in point here. It is significant, 
however, that this Court based its decision in the 1946 
Act case largely on precedents under the 1905 Act. 

Section 5 of the 1905 Act does not contain the exact 
language here under consideration, but it does pro¬ 
hibit registration of a mark which “consists merely in 







4 


the name of an individual.not written, printed, 

impressed or woven in some particular or distinctive 
manner.” The Acts of 1905 and 1946 thus contain the 
word “merely” in substantially the same position, and 
there is nothing to indicate any intention of changing 
the meaning of that word. It is therefore important 
to consider what the word “merely” was held to mean 
in the 1905 Act. 

A consideration of the decisions makes it clear that 
the word in question was broadly construed, and that 
the addition of very considerable appendages to a 
name was held not to avoid the charge that the mark 
was still merely the name of an individual. 

A case quite similar to the present one is Howard 
Co. v. Baldwin Co., 4S App. D. C. 437. It was there 
held that a mark consisting of the name Howard with 
initials Y G P Co. arranged in a monogram was not 
registrable. While the initials were not specifically 
discussed, it is evident that they were not found to 
keep the mark from being merely a name. That hold¬ 
ing would seem to apply here. 

Another case closely in point is In re Artesian 
Manufacturing Co., 37 App. D. C. 113, in which this 
Court held “Deacon Brown” to be unregistrable as 
being merely the name of an individual. The Court 
stated that the refusal to register “follows former 
decisions of the Commissioner refusing registration of 
surnames” and quoted with approval the holding of 
the Commissioner that: 

“The name ‘Brown’ is a common surname, and 
the prefixing of the word ‘Deacon’ thereto no more 
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renders it registrable than would the prefixing of 
the word ‘Mr.’, ‘Dr.’, ‘General’, or the like.” 

The decision just cited was followed by the Court of 
Customs and Patent Appeals in In re Marks Shoe Co., 
131 F. 2d 437, 30 CCPA 704, wherein “Lady Chester¬ 
field” was held unregistrable. In so holding the Court 
said: 

“As the term ‘Chesterfield' is in use as a sur¬ 
name, it is the distinguishing feature of 
appellant’s mark. See the American Tobacco Co. 
v. Wix, 20 CCPA 835, 62 F. 2d 835. Accordingly, 
the addition of the descriptive title ‘Lady’ to the 
surname ‘Chesterfield’ does not render appellant’s 
mark registrable under the Trade-Mark Act of 
February 20, 1905.” 

The same Court in In re Sears, Roebuck & Co., 132 
F. 2d 341, 30 CCPA 710, refused registration to a mark 
consisting of a representation of a man’s bust and the 
words “Thriftily yours Bob Burnham” on the ground 
that the name was the dominant part of it. 

Attention is also directed to the decision of this 
Court in Tinker v. Paterson, 53 App. D. C. 37, 287 
Fed. 1014, in which it was held that the mark “inTker” 
was not registrable because it was not sufficiently dis¬ 
tinguished from the name “Tinker”. 

It was the consistent policy of the Patent Office to 
refuse to register, under the 1905 Act, marks which 
were dominated by a surname, even though they con¬ 
tained additional features. The following are cited as 
examples, the mark having been refused registration 
in each case: 
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44 Roosevelt Rose’’, the word 44 Rose” alone having 
been registered (R. I. Sherman Mfg. Co., 1902 
C. D. 475). 

“Van Horn” associated with a ram’s forehead 
and horns (Van Horn and Sawtell, 1904 C. D. 87). 
4 ‘Dr. Pepper" (The Dr. Pepper Co., 1905 C. D. 
15S). 

‘‘Cobb’s" extending across a pair of crossed corn¬ 
cobs (Cobb, 1903 C. D. 136). 

“Atwood", associated with an arrow head and the 
letter “A" (Pittsburg Valve Foundry and Con¬ 
struction Co., 1907 C. D. 137). 

“DuPont”, with a coat of arms on which are the 
letters D P (DuPont v. Ginter, 1921 C. D. 79). 

‘‘Tom Walker" beneath two circles enclosing 
representations of a horse and a tree (John 
Walker v. W & H Walker Inc., 30 USPQ 375). 

In view of the decisions cited, it is submitted to be 
clear that the word 4 ‘merely” as used in the expression 
here under consideration is not limited to the meaning 
that the mark must include, literally, nothing more 
than a surname. The addition of initials, designs, 
pictures or other words will not make the mark 
registrable if it is dominated by a surname or if, as was 
said in In re Sawyer Electrical Manufacturing Co., 
144 F. 2d 893, 32 CCPA 740, it has a name as its 
“foundation.” 

Since the addition of immaterial elements which do 
not alter the essential or dominant character of a 
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surname does not'make it registrable, the question here 
presented is reduced to whether or not “J C Higgins” 
is an essentially different mark from 4 ‘Higgins”, or, 
in other words, whether a surname with initials is to 
be regarded as a materially different mark from the 
surname alone. That exact question was considered 
by the Supreme Court of the United States in 
Thaddeus Davids Co. v. Davids and Davids, 233 U. S. 
461, in which the Court said: 

“The complainant put its mark ‘Davids’ 
prominently at the top of its labels. The defend¬ 
ants, in the same position on its labels put £ C. I. 
Davids.’ At the bottom of their labels the 
defendants placed ‘Davids Mfg. Co.’ The use of 
the name in this manner was a mere simulation of 
the complainant’s mark which it had duly reg¬ 
istered; it constituted a ‘colorable imitation 
within the meaning of the Act’.” (Emphasis 
added). 

It necessarily follows from the quoted language 
that if the present appellant were successful in regis¬ 
tering “J C Higgins” it would be able to enjoin the 
use of “Higgins” alone as a “colorable imitation” 
of its registered mark. The effect, therefore, would be 
exactly the same as if “Higgins” alone had been 
registered. The appellant, therefore, would be doing 
indirectly what the statute expressly precludes him 
from doing directly. 

What the appellant’s position amounts to is that, 
although registration of the word “Higgins” is pre¬ 
cluded by statute, registration of a mark which, in the 
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language of the Supreme Court, is a “colorable 
imitation” of that word is permissible. Such a posi¬ 
tion is clearlv unsound. 

* 

The question as to the effect of initials in changing 
the character of a name trade-mark was also con¬ 
sidered by the Court of Customs and Patent Appeals 
in J. B. Williams Co. v. Ernest W. Williams, 4S F. 2d 
398, IS CCPA 1133. That case involved the marks 
“Williams" and “E. W. Williams.” It was held that 
the name “Williams” was “the clearly dominant and 
peculiarly noticeable part of each mark” and that the 
marks were too similar to permit their simultaneous 
use. 

The appellant seems to place great emphasis on the 
decision of the Assistant Commissioner in Ex parte 
Dallioux, S3 USPQ 262, in which the mark “Andre 
Dallioux” was held registrable. That decision is 
specifically distinguished from the present case in the 
decision of the Examiner-in-Chief (Appendix 56). 
The holding that the addition of entire first name to a 
surname makes it registrable is not inconsistent with 
the holding that the addition of two initials do not 
make it so. Moreover, even if that decision were in¬ 
consistent with the present one, it does not follow that 
it is the present one which is wrong. It may be noted 
that the Dallioux decision was strongly relied on by the 
appellant in the Kimberly-Clark case, supra, but was 
not considered by the Court to have any material 
weight. The issue here is simply whether the decision 
appealed from is correct, not whether it is consistent 
with any and all prior Patent Office decisions. 
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The appellant also suggests that the letters “J C”, 
if used by themselves as a trade-mark, would be regis¬ 
trable. Assuming that to be true, it is not material 
here. In the Sherman case cited above, it was held 
that “Roosevelt Rose” was not registrable, although 
“Rose” alone was; and no doubt the pictures of the 
tree and horse in the Walker case, or the bust and 
inscription “Thriftily yours” in the Sears, Roebuck 
case would have been registrable alone. Similarly, 
“General” and “Admiral” alone are registrable, but 
“General Brown” or “Admiral Brown” would be no 
more registrable than “Deacon Brown”. The issue 
presented is simply whether the part which dominates 
the mark is registrable. If it is not, it is of no conse¬ 
quence that some subsidiary part might be registered 
if it had been used alone. 

Since the issue here presented is purely one of law, 
the Court below properly excluded the appellant’s pro¬ 
posed evidence. If the mark here involved is not 
primarily merely a surname, it can be registered and 
no evidence is necessary. If it is primarily merely a 
surname, it is not registrable on the application here 
involved. No amount or duration of use, and no 
evidence as to how the mark is used, can alter its 
character in that respect. 

Some of the proposed evidence, and some of the 
appellant’s arguments, appear to be aimed at the idea 
that appellant has acquired a right to register the mark 
through long and exclusive use. Such a right may be 
acquired under Section 2 (f) of the 1946 Trade-Mark 
Act, which is as follows: 
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“(f) Except as expressly excluded in para¬ 
graphs (a), (b), (c), and (d) of this section, 
nothing herein shall prevent the registration of a 
mark used by the applicant which has become dis¬ 
tinctive of the applicant's goods in commerce. 
The Commissioner may accept as prima facie 
evidence that the mark has become distinctive, as 
applied to the applicant's goods in commerce, 
proof of substantially exclusive and continuous use 
thereof as a mark by the applicant in commerce 
for the five years next preceding the date of the 
filing of the application for its registration. (15 
U.S.C. 1052) ” 

The appellant, however, has declined to seek regis¬ 
tration under that section and, although suggesting 
that it has had exclusive use of the mark for a long 
period, seems unwilling to risk its right to register on 
that issue. Under these circumstances, there can be 
little equity in appellant’s favor. Obviously, if others 
have used the mark recently, the registration should 
not be granted and, if they have not, the appellant has 
only to establish that fact to obtain a registration 
under Section 2 (f). 

Appellant urges that doubts should be resolved in 
favor of registration. That may be true in the initial 
consideration of the case, but where, as here, there are 
concurring decisions by the Patent Office and the lower 
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Court that a mark is not registrable, something more 
than a doubt is required to upset them. As was said 
by this Court in Minnesota Mining and Mfg. Co. v. 
Coe, 73 App. D. C. 146, 118 F. 2d 593: 
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“Whatever else may be said of older decisions 
that, in appeals from the Patent Office, doubt was 
to be resolved in favor of the applicant, they are 
obviously not law in relation to appeals from the 
district court.” 

The same principle would, of course, apply in trade¬ 
mark registration cases. 

The present case is one in which the performance of 
the official duties of the Patent Office required it to 
make an interpretation of the law. It is well settled 
that, in such a ease, the interpretation made will not 
be disturbed by the courts unless it is clearly wrong. 
(Hammond v. Hull, 76 U. S. App. D. C. 301, 131 F. 2d 
23. Abbott v. Coe, 71 App. D. C. 195, 109 F. 2d 449. 
Daniels v. Coe, 73 App. D. C. 54, 116 F. 2d 941). 

CONCLUSION 

The question here involved is a simple one and has 
been fully and carefully considered by two Patent 
Office tribunals and by the District Court. It is sub¬ 
mitted that their conclusion is sound in principle and 
is supported by adequate authority, and that the deci¬ 
sion appealed from should, therefore, be affirmed. 

Respectfully submitted, 

E. L. Reynolds, 

Solicitor, United States Patent Office, 
Attorney for Appellee. 

J. SCHIMMEL, 

Of Counsel. 

September 1952 
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